BEST AVAfUBLE COPY 

Application Number: 09/845,514 Docket 17007CON (BOT) 

Remarks 

I. The Office Action 

The May 22, 2006 non-final Office Action (the "Office Action") in this application: 

1. rejected claims 1 and 8-9 under 35 U.S.C. 103(a) as unpatentable over 
Anderson et al. in view of Sugiyama et al.; 

2. rejected claims17, 24-25 and 28-31 under 35 U.S.C. 103(a) as unpatentable 
over Anderson et al. in view of Sugiyama et al.; 

3. rejected claims 17 and 24-25 under 35 U.S.C. 112, 2""^ paragraph; and 

4. rejected claims 30-31 under 35 U.S.C. 112, 2""^ paragraph. 

Applicants respond to the Office Action as follows. 



2 



r 

Application Number: 09/845,514 



Docket 17007CON (BOT) 



II. Rejection of Claims 1, 8 and 9 under 35 U.S.C. 103(a) 

The Office Action rejects claims 1 , 8 and 9 under 35 U.S.C. 103(a) as 
being unpatentable over Anderson et al. in view of Sugiyama. Respectfully, the 
rejection is in error and should be withdrawn. 

Anderson discloses treating patients suffering from spasmodic torticollis, 
also known as cervical dystonia, with botulinum toxin type A. Beyond that, 
Anderson discusses trying to overcome antibody formation in spasmodic 
torticollis patients who have received botulinum toxin type A by administering a 
higher dose of the type A toxin to them. As disclosed in Anderson, spasmodic 
torticollis is a spasmodic head and neck muscle disorder. Significantly, Anderson 
does not teach or suggest use of any botulinum toxin other than a type A 
botulinum toxin. 

Sugiyama is a review article published in a microbiology journal which 
discusses various pharmacological aspects of the Clostridium botulinum 
neurotoxins including toxicities, structural and binding aspects. Importantly, there 
is no disclosure in Sugiyama of any therapeutic or clinical use of combinations of 
botulinum toxin types. 

There is no motivation to combine Anderson and Sugiyama at least 
because Sugiyama (unlike Anderson) does not discuss use of botulinum toxin to 
treat cervical dystonia, or how to overcome antibody formation in patients 
previously treated with botulinum toxin type A. Even if Anderson and Sugiyama 
could properly be combined, all that the combination would teach is that the type 
A botulinum toxin used by Anderson could possibly be replaced by one of the 
other botulinum types disclosed by Sugiyama. For example, the combination of 
Anderson and Sugiyama may teach that the problem in Anderson of antibodies 
forming to type A toxin may be overcome by using another type of botulinum 
toxin. 
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All claims in this applications are limited to a method for treating a patient 
suffering from a neuromuscular disorder by administering at the same time a type 
A and a type B or type E botulinum toxin. 

Clearly there is no teaching or suggestion either individually or in a 
combination of Anderson and Sugiyama to "administer simultaneously" (all 
claims) a botulinum toxin type A and a type B or E botulinum toxin. All claims in 
this application are so limited. Additionally, there is no teaching or suggestion, 
either individually or in a combination of Anderson and Sugiyama, botulinum 
toxins A with type B or E to achieve a desired effect and provide a short duration 
of that effect along with long term relief (all claims). 

The case law cited on pages 5-6 of the Office Action does not appear to 
be applicable. In re Kerkhoven, In re Crockett; In re Geigerand Ex parte 
Quandranti, cases cited in the Office Action (copies attached) address only the 
use or combinations of materials that are each individually known to provide a 
particular effect or function. In re Kerkhoven, the general combination of spray 
drying, at the same time, a combination of two known detergents was held prima 
facie obvious. In re Crockett, the use of magnesium oxide and calcium carbide, 
where each was known to promote the formation of nodular structures in case 
iron, a combination of the two components was held to be unpatentable. In Ex 
parte Quandrani, the combination of two known herbicides was held to be prima 
facie obvious. In re Geiger, "Based upon the prior art and the fact that each of 
the three components of the composition used in the claimed method is 
conventionally employed in the art for treating cooling water systems, the board 
held that it would have been prima facie obvious, within the meaning of 35 U.S.C. 
103, to employ these components in combination for their known functions and to 
optimize the amount of each additive....". It is interesting to note that in In re 
Kerkhoven, it was found that the appellant appeared to be the first to combine 
spray drying of two slurries of detergents each having a particular property (one 
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detergent slurry being anionic and the other nonionic), the Board being reversed 
as to its rejection of this claim. Furthermore, In re Geiger, the Boards' finding of 
prima facie obviousness of the combination of the three components was 
reversed, and the court also concurred with the appellant's argument regarding 
the PTO's use of hindsight reconstruction or, at best, "obvious to try" approach to 
rejecting the claims. 

Thus, the cases in the Office Action are very distant from the instant case, 
because the combination of Anderson and Sugiyama fails to teach or suggest 
that the various claimed botulinum toxins types A and B and E were known to be 
effective in providing an enhancement of relief of muscle contraction for a short 
duration, and long term relief for treating the neuromuscular disorder or condition 
at the time of the effective filing date of the present application. This is the 
claimed effect of the claimed combination of botulinum toxin type A with type B or 
E, and is not to be found in either Anderson or Sugiyama, alone or in 
combination. 

As stated on page 4 of the Office Action, and as discussed in Sugiyama 
the various botulinum toxins types have different pharmacological characteristics, 
such as toxicities and ability to be detoxified. Contrary to the statement on pages 
4-5 of the Office Action, these differences between the botulinum toxin types 
would nofseem to suggest to one of ordinary skill in the art administration of a 
combination of botulinum toxins type A with type B or E simultaneously. This is 
because the differential binding that the Office Action refers to is not a general 
statement of Sugiyama, but rather relates to only a supposition that 
synaptosomal receptors for botulinum toxin types B and E may not be the same, 
since radiolabeled cross-inhibition studies of toxin types B and E indicated a lack 
of cross-inhibition (Sugiyama, pages 435-436). This is not applicable or related 
to the presently pending claims, where the combination of toxin type A with toxin 
type B or E is specified. Furthermore, Sugiyama's disclosure on page 427, 
regarding relative detoxification of various toxin complexes by pepsin, pancreatin, 
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gastric and intestinal juices is related to botulinunn food poisoning and is 
irrelevant to the present claims, which are directed to the combination of at least 
two neurotoxins including an amount of each selected neurotoxin such that the 
combination is effective in providing an enhancement of relief of muscle 
contraction for a short duration, and long term relief for treating a neuromuscular 
disorder or condition. 

It appears that it is only through hindsight reconstruction of the art that the 
presently claimed method could be found in a combination of Anderson and 
Sugiyama. At best, an "obvious to try" approach of substituting the other 
botulinum toxin types (B to G) of Sugiyama for the botulinum toxin type A 
disclosed in Anderson may be suggested by the combination. However, such an 
"obvious to try" approach is improper, as found by the Court In re Geiger, 

It has been held that "... that a person of ordinary skill in the art must not 
only have had some motivation to combine the prior art teachings, but some 
motivation to combine the prior art teachings in the particular manner claimed 
See, e.g.. In re Kotzab, 217 F.3d 1365, 1371 (Fed. Cir. 2000) (emphasis added, 
copy attached). Thus, at least because: (a) there is no motivation to combine 
Anderson and Sugiyama, and; (b) the combination of Anderson and Sugiyama 
does not provide the claimed invention, the rejection should be withdrawn. 
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III. Rejection of Claims 17. 24. 25 and 28-31 under 35 U.S.C. 103(a) 

The Office Action rejects claims 17, 24, 25 and 28-31 under 35 U.S.C. 
103(a). Claims 1 7, 24-25 and 28-31 have been cancelled. Hence the rejection 
should be withdrawn. 
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IV. Rejection of Claims 17, 24 and 25 under 35 U.S.C. 112. second paragraph 

The Office Action rejects claims 17, 24 and 25 under 35 U.S.C. 112, 
second paragraph. Claims 17 and 24-25 have been cancelled. Hence the 
rejection should be withdrawn. 
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V, Rejection of Claims 30 and 31 under 35 U.S.C. 1 12, second paragraph 

The Office Action rejects claims 30 and 31 under 35 U.S.C. 112, second 
paragraph. Claims 30-31 have been cancelled. Hence the rejection should be 
withdrawn. 
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Vl. Conclusion 

All issues raised in the Office Action have been addressed. Examination and 
allowance of claims 1 and 8, 9 is requested. 

Respectfully submitted, 



Date: August ^^ .2006 




Registration Number 52,061 



Address all inquires and correspondence to: 

Claude L. Nassif 

Allergan, Inc., Legal Department 

2525 Dupont Drive 

Irvine, CA 92612 

Telephone: 714 246 6458 

Fax: 714 246 4249 



CERTIFICATE OF EXPRESS MAIL UNDER 37 C.F.R. ^^.^0 

I hereby certify that this Amendment and the documents referred to as enclosed therein are being 
deposited with the United States Postal Service on this date August 2006 in an envelope as "Express 
Mail Post Office to Addressee" Mailing Label number EV763326379US addressed to Commissioner for 
Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 

Adriane Giberson 

Name of person mailing paper 

Date: AUGUST>5/^2006 Ir'Signature of pgrSbn signing paper 



Attachments: In re Kerkhoven; In re Crockett; In re Geiger; Ex parte Quandranti; 
and In re Kotzab 
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[6] In .'fddiiion, counsel for Davis ei :\]. 
i)bst?rve fli.-iJ the Frederiksen notes do noi 
show the /.v'vV associated with the idle up- 
turn fi.inction. bur merely the downslope of 
rhr wav-^lbtm nt the idle upturn breakpoint. 
'I nc iaiiure of the notes to show this feature 
is fatril. A party claiming conception must 
si: ■.)*." [:os;iCs^ipr. of every feai urc recited in 
[he coiinrs. This means thai every limitation 
of I lie counts must be shown to have been 
i<no\\*n to the inventor at the time the inven- 
is alleged to have been conceived. Schur 
Miilier. H CCPA 10^>5, IIOO. 372 F.2d 
. 351. 152 USPQ 005, 609 (1%7); 
\adrr:)On \'. Anderson, ^03 F.Supp. 834, 
>;4/>. 188 USPQ. 194, 203 (D. D.C; 1975). 
TiiC board has correrrly found that rhe 
.■ot.mts require a three-level, waveform, 
rherefore. any proof of conception must 
show a three-level waveform by a 
p,"(.';;(:ridei ance of the evidence. Redd y a 
ynOi-ih faii to show it and are thus deficient. 

Xon-? of the or her evidence submitted by 
KediK' shews existence of this feature of rhe 
iri'.rr.iicn at the time of the meeting. 

[7] " There can be, no derivation without, 
prior conception on the part of the party 
.illei^inu: derivation." Ei^not v. Locker. 55 
(:(.:PA 782, 789, 387 F.2d 680, 68*", 156 
USPQ 136, 142 (1967). Since we have held 
ilia I Rctidy has failed to prove cctnctption of 
the invention prior to the meeting by a 
firi'ijoriderance of the evidence, it followi 
!h;ir he ha.s also failed to prove derivation of 
!h<' invention by Davis et al. at the meeting. 

The decision of the board awardin?^ 
jjrinriiy of counts 1-6, 8, and 9 to Reddy is 
rtTf'fu'fi. 



Court of Customs and Patent Appeals 

Jn re Kerkhoven 

No. 79-586 
Decided May 15, 1980 

PATENTS 

1. Patentability — Composition of 
matter (§51.30) 

Patentability — Invention — Specific 
cases — Chemical (§51.5093) 

h is prima facie obvious to combine two 
"JHiposiiions each of which is tauffht by 
art ro be useful for same purpose in 
•" dcr to form third ccimposition that is to be 
MM*d lor very sarne purpose; idea of com- 



bining them Hows logically from their ha v-. 
ing been individually taught in prior art; 
thus, claims that require no more than mix- 
together of two conventional spray-dried 
detergents set forth prima facie obvious sub- 
ject matter. 

2. Patentability — Composition of 

matter (§51.30) 

Patentability — Evidence of — Com- 
parison with allowed claims or 
patents (§51.457) 

Comparative test data that is not com- 
mensurate vvith claims! scope offered as 
evidence of superiority of claimed method 
does not rebut prima facie case of ob- 
viousness. 

3. Patentability — Composition of 

matter (§51.30) 

Patentability — Invention — In 
eeneral (§51.501) 

Patentability — Invention — Specific 
cases — Chemical (§51.5093) 

Patentability — New use or function — 
Nonanalogous art (§51.557) 

Problem of how to introduce more than 
one color into detergetu and problem of how 
to improve flow characteristics of mixed- ac- 
tive detergent are quite remote; mere 
knowledge that simultaneous spray-drying 
multiple slurries was useful techiiique in 
production of multi-colored detergents 
would not have suggested anything about 
effect of simultaneous spray-drying slurries 
having dilTerent active detergent contents, 
one being primarily if not exclusively 
anionic in nature and other being primarily 
if not exclusively nonionic in nature, on flow 
characteristics of final mixed-active 
product; claimed process, considered as a 
whole, as required by 35 U.S.C. 103, would 
not have been prima facie obvious to one 
.skilled in art at time invention was made 
where one skilled in art working at that time 
on problem invention solved would not have 
been motivated or guided by prior art to 
arrive at claimed process. 

Particular patents — Detergent 

Kerkhoven, Production of Detergent 
Compositions, rejection of claims 2-4, 9. and 
14 affirmed: rejection of claim 5 reversed. 



Appeal from Patent and Trademark Of- 
fice Board of Appeals. 

Application for patent of Frederik Johan 
Kerkhoven. .Serial No. 501,956, filed Aug. 
30, 1974. From decision rejecting claims 2-X 
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9, and 14, applicant appeals. Modified, 
Miller, Judge, with whom Markey, Chiet 
Judge, joins, dissenting in part with opinion. 

James J. Farrell, Edgewater. N.J., for 
appellant: 

Joseph R Nakamura (Gerald H. Bjorge, of 
counsel) for Commissioner of Patents and 
Trademarks. 

Before Markey, Chief Judge, Rich, Baldwin, 
and Miller, Associate Judges, and New- 
man,* Judge. 

Newman, Judge. 

This is an appeal from the decision of the 
United States Patent and Trademark Office 
(PTO) Board of Appeals (board) sustaining 
the examiner's rejection under 35 USC 103 
of claims 2-5, 9 and 14 of application serial 
No. 501,956, filed August 30, 1974, for 
^Troduction of Detergent Compositions. 
We modify. 

Background 

The Invention 

Appellant claims a process for the 
production of particulate detergent com- 
positions containing a mixture of anionic 
and nonionic- active detergent materials. 
Appellant explains in his specification that 
the detergent-making art often prefers such 
detergents to achieve optimal detergent 
properties, and he notes that the most com- 
monly used active detergent combination is 
a mixture of anionic fatty acid soaps, 
anionic synthetic non-soap detergents, and 
nonionic detergents. Detergents made from 
this combination of ingredients are called 
mixed-active detergents. 

Appellant's -invention is generic in the 
sense that it covers two separate and distinct 
methods of producing mixed-active par- 
ticulate detergents, each method including 
the common step of forming at least two 
slurries' of detergent ingredients, the active 
detergent content of one slurry bemg 
primarily if not exclusively anionic in nature 
and the active detergent content of the other 
slurry being primarily if not exclusively non- 



• The Honorable Bernard Newman, United 
States Customs Court, sitting by designation. 

' An anionic substance is one which is 
negatively charged. . • u * i 

^ A nonionic substance is one which is elec- 
trically neutral, that is, it does not have either a 
positive or negative charge. , 

' A slurry is a watery mixture or suspension ol 
insoluble matter. 



ionic in nature. Under one of these methods, 
the slurries are independently dried and the 
resulting products are mixed. Under the 
other method, the slurries are simultaneous- 
ly dried and mixed. 

Appealed claims 2-4, 9 and 14 are drafted 
broadly enough to cover both of these modes 
of operatibn/Claim 14 is illustrative: 

14. A process for preparing a spray- 
dried detergent composition comprising 
by weight 5-80% of builders, 0-50% fillers 
and 5-60% of active detergent materials 
consisting essentially of a mixture of 
20-80% by weight of anionic detergents of 
which 1 0-90% by weight is a fatty acid 
soap, and 80-20% by weight of nonionic 
detergents, which process comprises form- 
ing approximately equal proportions of 
at least two aqueous slurries A and B, 
slurry A being composed of a builder 
slurry incorporating therein an active 
detergent component consisting essential- 
ly of 60-100% by weight of anionic 
detergents and 0-40% by weight of non- 
ionic detergents, slurry B being composed 
of a builder slurry incorporating therein 
an active detergent component consisting 
essentially of 0-40% by weight of anionic 
detergents and 60-100% by weight of non- 
ionic detergents, treating said slurries as 
separate streams in at least on spray- 
drying equipment and collecting/mixing 
the dried products to form a 
homogeneous mixture of particulate 
material comprising said detergent com- 
position. 

Appealed claim 5, however, is limited to 
only the simultaneously dry and mix 
method. Claim 5 reads as follows: 

5. A process according to claim ^^\ ^^ 
which slurries A and B are spray-dried 
simultaneously in one spray-drying tower 
through separate nozzle systems, having 
points of entry on the tower at substan- 
tially equal height level of the tower. 
According to appellant, the conventional 
manner of making mixed-active particulate 
detergents had been to mix all of the in- 
gredients together in one slurry and then 
spray-drv the slurry. Appellant alleges that 
this single-slurry technique produces 
detergents having poor flow characteristics, 
whereas his multi-slurry methods produce 
detergents having excellent flow 
characteristics. 

To prove this, appellant conducted tests 
comparing the How characteristics ol 
detergents made by these processes, ine 
results from these tests show that mixed-ac- 
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rive detergents made according to both of 
the claimed multi-slurry methods, had good 
flow characteristics. On the other hand. 
defert?ents comprising the same ingredients 
made by the above-described single-slurry 
process had poor flow characteristics. The 
tests, however, did not compare the flow 
characteristics of compositions containing 
partially prehydrated sodium 
tripoiyphosphate builder. 

, The Prior An 

The PTO has cited the following 
references as prior art: 

Coffey' describes a process for the produc- 
tion of mixed-active particulate detergents 
having good flow characteristics, Coffev uses 
a single slurry technique, i.e.. all the in- 
gredients are mixed together in one slurry 
which is then spray- dried. According to 
Coffey, his detergents have good flow 
characteristics because he includes in the 
.^lurrv partially prehydrated sodium 
tripoiyphosphate builder. 

Cavataio' and Tofflemire" disclose 
processes for the production of multicolor 
particulate detergents. The multi-color 
elTect is achieved by .simultaneously spray- 
drying a natural colored detergent sluri-y 
and a colored detergent slurry through 
separate nozzles in the same spray-drying 
tower. In Tofflemire, the nozzles are at the 
same height in the tower. 

Colgate" teaches mixed- active detergents 
having enhanced soil-suspending properties. 
The ffow characteristics of these detergents 
are not discussed. 

Ruff discloses anionic spray-dried 
detergents and nonionic spray-dried 
detergents having tarnish inhibiting proper- 
ties. 
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xaminer 's Rfjeai<m 



' Canadian patent to Coffev, Griffiths, and 
Nnylor. No. 852173, issued September 22, 1970, 
lor ' Process for the Production of Detergent 
Compositions." 

U.S. patent ro Cavataio and VJonick, No. 
3,519,054. issued July 7, 1970. for "Process for 
Producing a Particulate Product."' 

U.S. patent to Tofflemire, No; 3. 357,476. 
issued rjecember 12, 1967. for "Process and Ap- 
paratus for Sprav Drving MuJti-Colored 
Detergent Panicles.'' 

British patent specification of C:olt<ote- 
Palmolive Company, No. 931,438, published July 
17, 1963, for ".Solid Determent Composition.*' 

' US. patent to Ruff, No. 2,861,954. issued 
November 25. 1958, for 'Polyphosphate Com- 
positions Containing Soap and 2-Xfercap- 
tothiazoline." 



The examiner rejected all of the appealed 
claims under 35 USC 103 as unpatentable 
either over Cavataio in view of Colgate. 
Coffey, Ruff and Tofflemire, or over Colt^ate 
and Coffey in view of Cavataio, Ruff and 
Tofflemire. He explained that the claims 
require no more than the mixing of two con- 
ventional spray-dried detergent com- 
positions, and concluded that the mere mix- 
mg of two compositions each taught for the 
same purpose, in the absence of a showing of 
unexpected results, is obvious. In support of 
this proposition, the examiner cited In re 
Crockett. 47 CCPA 1018, 279 F.2d 274, 126 
US PQ 186 (1960). 

The examiner determined that appellant 
had not demonstrated any unexpected ad- 
vantage for the claimed process. He pointed 
out that although the claims encompass the 
use of prehydrated sodium tripolvpho.sphate 
builder, appellant had not shown that the 
product produced from his process was 
superior to that obtained from Coffey's 
process, when prehydrated sodium 
tripoiyphosphate was used. The examiner 
also noted that appellant had not 
demonstrated that Colgate's product had 
poor flow characteristics. 

In his original rejection, the examiner did 
not comment on the independent paten- 
tability of claim 5. However, in the ex- 
aminer's Answer to appellant ^s brief before 
the board, the examiner acknowledged that 
claim 5 presented the additional issue of 
whether it would be obvious to spray dry the 
two compositions simultaneously in one 
tower through separate nozzles at an equal 
height level. The examiner concluded that 
this would have been obvious, reasoning: 

Appellant has neither argued nor 
demonstrated that this method of 
simultaneous spray drying in a single 
tower provides any unexpected results. 
Further, this process would be suggested 
by the teachings in Tofflemire and 
appellants admission in the sentence 
bridging pages 27 and 28 of his brief that 
"given the long standing practice of spray . 
drying with a multiplicity of nozzles, the 
possibility of introducing separate streams 
to any or all of these separate nozzles 
would be obvious to anyone of ordinary 
skill in the art". (Emphasis in original.) 

Appellant responded to this point in his 
reply brief before the board with the follow- 
ing: 

The Examiner's arguments with 
respect to claim five, that applicant has 



If)72 



/// Krrkhuvcri 



205USPQ 



admitted the possibility of introducing 
separate streams to any or all of separate 
nozzles as being obvious, does not relate 
to whether one skilled in the art would ac- 
tually do such a thing without applicant's 
teaching. Indeed to argue the impossibili- 
ty of introducing separate slurries to 
separate nozzles and spray drying them 
simultaneously v\'ould be fruitless. 

Tofflemire is directed to producing a 
multicolored particulate detergent and 
has nothing to do with combining two 
slurries such as applicant has claimed. 

Board's Rejection 

The board affirmed the examiner's rejec- 
tion adding that in its opinion one skilled in 
this art, knowing that individual detergents 
or certain mixtures of detergents produce 
particles having good free- flow 
characteristics, would understand that the 
detergents desired in the final composition 
may be dried separately and then mixed. 
The board did not address the issue of the 
independent patentability of claim 5. 

Appellant Argument 

Appellant contends that there is no 
suggestion in the prior art to split the active 
detergents into two specific slurries and 
spray-dry them either simultaneously to ob- 
tain a final product or separately and then 
mix them to obtain a final product. 
Therefore, appellant argues, no prima facie 
case of obviousness exists, and a showing of 
unexpected results is not required. 

Appellant maintains that, as was the case 
in In re Sponnoble, 56 CCPA 823, 405 F.2d 
578, 160 USPQ 237 (1969), appellant's in- 
vention here is the discovery of the source of 
a problem and the finding of a solution for 
that problem. Appellant points out that 
none of the cited references except Coffey 
recognized the problem here, and that 
Coffey employed a different route to solve it. 

Appellant notes that claim 5 which calls 
for simultaneous spray-drying is even more 
remote from the examiner's references than 
the other appealed claims. Appellant sub- 
mits that the process of claim 5 would not be 
performed by the mere mixing of two known 
spray-dried detergents. 

Solicitor's Argument 

The solicitor asserts that one of ordinary 
skill in the art — faced with the problem of 
poorly flowing mixed-active detergents 
prepared by spray-drying one slurry con- 
taining all deiergents. and armed with the 
knowledge that detergent compositions do 



not present such difl'iculties if the active 
detergent component is not a mixture of 
different active detergents — would readily 
understand that the detergents desired in 
the final composition may be dried separate- 
ly and then mixed. He submits that the 
problem and its source were known, and 
that the solution thereto claimed herein 

ould have been obvious. 

In his brief, the solicitor does not address 
the issue of the independent patentability of 
claim 5. When asked to comment on the re- 
jection of claim 5 at oral argument, the 
solicitor stated that the basis for the PTO's 
case of obviousness for claim 5 was: (1) 
appellant's description of the prior art 
before the board, wherein appellant stated 
that Cavataio makes detergent compositions 
by spray drying two detergent slurries of 
different chemical composition 
simultaneously in a tower; (2) the disclosure 
in Toffiemirc that shows the feature of 
simultaneous spray-drying two slurries from 
the same height in a spray-drying tower; 
and (3) appellant's admission that 
simultaneous spray-drying of two detergent 
slurries was known. 

Opinion 

[1] It is prima facie obvious to combine 
two compositions each of which is taught by 
the prior art to be useful for the same pur- 
pose, in order to form a third composition 
which is to be used for the very same pur- 
pose. In re Susi, 58 CCPA 1074, 1079-80, 
440 F.2d 442, 445, 169 USPQ 423, 426 
M97n; In re Crockett, 47 CCPA 1018. 
1020-21, 279 F.2d 274, 276-77, 126 USPQ 
186, 188 (1960). As this court explained in 
Crockett, the idea of combining them flows 
logically from their having been individually 
taught in the prior art. In the case at bar. 
appealed claims 2-4, 9 and 14 require no 
more than the mixing together of two con- 
ventional spray-dried detergents. Thus, 
these claims set forth prima facie obvious 
subject matter. 

[2] The comparative test data offered by 
appellant as evidence of the superiority of 
this claimed method does not rebut the 
prima facie case of obviousness because it is 
not commensurate in scope with the claims. 
The claims are broad enough to cover mul- 
ti-slurry-produced detergent compositions 
containing partially pre-hydrated sodium 
tripolyphosphate . builder. Coffey teaches 
that single-slurry-produced detergent com- 
positions containing this builder have good 
fiow characteristics. Appellants attorney 
admits that appellant has not run any tests 
comparing his multi-slurry-produced 
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detergent compositions containing this 
builder with Coffey's single-slurry-produced 
detergent compositions containing this 
builder. Thus, appellant has failed to prove 
the superiority of his multi-slurry technique 
over the prior art's single-slurry technique 
for the production of detergent cornpositions 
containing this builder. Having failed to do 
this, appellant has not proven the superiori- 
ty of the multi-slurry technique over the 
single-slurry technique for all compositions 
covered by the claims. 

Clatm 5 

In review of this application, the board 
lumped claim 5 together v/ith the rest of 
appellant's claims. Appellant specifically 
objects to this treatment — and we agree. 

Claim 5 sets forth an alternative process 
for making a mixed-active spray-dried par- 
ticulate detergent. Whereas the other claims 
on appeal include in their coverage the 
process of merely combining a known 
anionic spray-dried particulate detergent 
with a known nonionic spray-dried par- 
ticulate detergent to form a mixed-active 
particulate detergent product, claim 5 is 
limited to the process of making a mixed-ac- 
tiye particulate detergent product by 
simultaneously spray-drying through 
separate nozzle systems in one spray-drying 
tower one detergent slurry, having an active 
detergent content of 60-100% anionic and 
0-40% nonionic, and another detergent 
slurry having an active detergent content of 
60-100% nonionic and 0-40% anionic. 

Searching the references, we find no sup- 
port for the PTO's prima facie case of ob- 
viousness for claim 5. Coffey, the only 
reference which describes a prior art method 
for obtaining good-flowing mixed-active 
particulate detergents, does not use 
simultaneous spray-drying, but rather 
teaches a single- slurry technique that re- 
quires partially pre-hydrated sodium 
tripolyphosphate builder. 

Coffey explains that it was an object of his 
invention "to enable the production of 
satisfactory detergent compositions com- 
prising appreciable proportions of [nonionic 
active detergent ingredients]." According to 
Coffey, '*it [had] not been readily possible, 
[prior to Coffey's invention], to make accep- 
table detergent compositions in powdered or 
granular form incorporating appreciable 
quantities of [nonionic active detergent in- 

fredientsj, * * * as such compositions 
were] sticky and [had] poor fiow properties 
rendering their production and packaging 
difTicuit and so making them unsatisfactory 
for commercial use." Coffey discloses, 



however, that under his invention: ''Such 
compositions may be made with good fiow 
properties and texture which are retained 
during storage, * * */' The "essential 
feature" of Coffey's method for making 
satisfactory mixed-active detergent com- 
positions is the use of partially pre-hydrated 
sodium tripolyphosphate builder. 

Unlike Coffey's method, appellant's 
process (claim 5) for making a mixed active 
detergent with good fiow characteristics 
does not rely on partially pre-hydrated 
sodium tripolyphosphate builder. Rather, 
appellant solves this fiow problem by utiliz- 
ing the technique of simultaneously spray- 
drying through separate nozzle systems in 
one spray-drying tower one detergent slurry 
having an active detergent content that is 
primarily if not exclusively anionic and 
another detergent slurry having an active 
detergent content that is primarily if not ex- 
clusively nonionic. Although simultaneous 
spray-drying of multiple slurries did not 
originate with appellant, on this record he 
appears to have been the first to utilize this 
technique with slurries having different ac- 
tive detergent contents, one being primarily 
if not exclusively anionic in nature and the 
other being primarily if not exclusively non- 
ionic in nature, in order to improve the fiow 
characteristics of the final mixed-active 
product. 

[3| In the past, simultaneous spray- 
drying of multiple slurries was limited to the 
production of multicolor detergents wherein 
the specific active detergent content of the 
slurries was beside the point.'' We conclude 
that the problem of how to introduce more 
than one color into a detergent and the 
problem of how to improve the flow 
characteristics of a mixed-active detergent 
are quite remote. Mere knowledge that 
simultaneous spray-drying multiple slurries 
was a useful technique in the production of 
multi-colored detergents would not have 
suggested anything about the effect of 
simultaneous spray-drying slurries having 
different active detergent contents, one be- 
ing primarily if not exclusively anionic in 



' Although Cavataio implies that the colored 
slurry could be different from the matrix slurry 
composition- wise, nowhere does he teach or even 
hint at the particular difference here claimed, i.e., 
that the slurries have different active detergent 
contents, one being primarily if not exclusively 
anionic in nature and the other being primarily if 
not exclusively nonionic in nature. In point of 
fact, Cavataio 's only illustration of this point is an 
example wherein one slurry contains none of the 
active detergent material. 
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nature and the other being primarily if not 
exclusively nonionic in nature, on the flow 
characteristics of the final mixed-active 
product. Consequently, one skilled in this 
art, working at the time appellant's inven- 
tion was made on the problem of how to ob- 
tain good flow characteristics in mixed-ac- 
tive spray-dried detergents without resort to 
partially pre-hydrated sodium 
tripolyphosphate builder, would not have 
been motivated or guided by the prior art to 
arrive at the process appellant is claiming m 
claim 5, that is, a process for making a mix- 
ed-active detergent wherein the flow 
characteristic problem is solved by resort to 
the simultaneous spray-drying technique 
heretofore only used in the production ot 
rhulti-colored detergents. For this reason, we 
hold that the process described in cjaim 5, 
considered as a whole as required by 35 UbU 
103, would not have been prima facie ob- 
vious to one skilled in the art at the time this 
invention was made. Cf. In re Sponnoble, 56 
CCPA 823, 405 F.2d 578, 160 USPQ 237 
(1969); In re Kuehl, 475 F.2d 658, 177 
USPQ 250 (CCPA 1973). 

Accordingly, the decision of the board is 
affirmed with regard to claims 2-4, 9 and 14, 
and reversed as to claim 5. 

Modified. 



Miller, Judge, with whom Markey, Chief 
Judge, joins, dissenting in part. 

I "cannot agree that the rejection of claim 
5 which requires simultaneous spray- 
drying and mixing of two conventioria! 
detergent slurries, should be reversed. Ihe 
majority opinion recognizes that the motiva- 
tion for one of ordinary skill in the art to mix 
the dried detergents together after indepen- 
dent spray-drying follows logically froni the 
prior art. In re Susi and In re Crockett, both 
cited in the majority opinion. Nevertheless, 
it concludes that mixing them during 
stmullaneous spray-drying v^•ould have been 
beyond the level of ordinary skill in the 
detergent-making art, even though, as the 
majority opinion recognizes, simultaneous 
spray-drying of multiple slurries is a conven- 
tional process in that art.' 



How or why such mixing would have 
been beyond the level of ordinary skill in the 
art is not explained except by the statement 
that there would have been no motivation 
therefor, because the prior art simultaneous 
spray-drying technique had only been used 
in the production of multicolored 
detergents. However, this position is un- 
tenable, because Cavataio et al. teach that 
two detergent slurries to be simultaneously 
spray-dried can be of different compositions as 
well as of different colors.^ Thus, motivation 
to use any two conventional slurries (having 
different active detergent contents) in the 
Cavataio et al. process would have been 
provided one of ordinar>' skill in the art, and 
a prima facie case of obviousness is es- 
tablished. 

The majority opinion's reversal of the re- 
jection of claim 5 clearly relies upon its con- 
clusion that appellant "solves this flow 
problem" (the "sticky and poor flow proper- 
ties" of detergent compositions related by 
Coffey), accepting as fact that appellant's 
process produces detergents 'Vith good 
flow characteristics." However, in afllrming 
the rejection of all the other claims, the 
majority opinion does not accept appellant s 
''.good flow . characteristics" test data as 
sufficient to rebut a prima facie case of 
obviousness. Moreover, it does not neces- 
sarily follow that a product possessing non- 
obvious properties renders a process for 
makintj that product nonobvious. As Judge 
Rich explained in his concurring opinion 
in In re Larsen, 49 CCPA 711. 716-17, 292 
F.2d 531. 534-36, 130 USPQ 209, 212-13 
(1961): 

(I)f it be the fact that the final compound 
AB possesses unique, unexpected, sur- 
prising, or highly useful properties, they 
inhere in the product AB, not in A alone, B 
alone, or in the process of reacting them. 
While such attributes in a product may 
make it, the product, patentable they do 
not make the process patentable because 
they are in no way a part of the process. 



There is a certain amount of logic in 
holding a product to be unobvious 



' The majority opinion says that appellant 
appears to have been the first to utilize 
simultaneous spray-drying with slurries havmg 
dirferent active detergent contents, but, at oral 
areument, counsel for appellant stated that it 
made no difference whether the compositions, 
were separately dried before mixing or 
simultaneously dried and mixed. 



2 Cavataio ct al. state that "both the matrix 
and the contrasting colored liquid are in the form 
of slurries which contain the necessary com- 
ponents for a complete detergent composition. 
The majority opinion offers no reason for limiting 
this teaching of Cavataio et al. to the specific 
slurry compositions used in their several ex- 
. amples. 
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because of the discovery in it of unobvious 
properties * * *. But I see neither logic 
nor sound interpretation of the patent law 
in transferring such properties from the 
product in which they inhere to a process 
of making the product in which they do 
not. 

See In re Hoekscma, 51 CCPA 1474, 1478, 
332 F.2d 374, 377, 141 USPQ 733, 735-36 
(1964), pointing out: 

In In re Larsen ♦ ♦ * this court held a 
process to be obvious although it produc- 
ed a product which, because of its unex- 
pected properties, was unobvious. 
See In re Kuehl. 475 F.2d 638, 665, 177 
USPQ 250, 255-56 (1973), in which the 
unanimous opinion by Judge Roth points 
out that "each statutory class of claims 
must be considered independently on its 
own merits" and that ''an applicant does 
not get such [process) claims Just because 
ihe product is new and unobvious.'' Ap- 
pellants citation of In re Sponnoble, 56 
CCPA 823. 405 F.2d 578, 160 USPQ 237 
(1969), is not apt, because the appealed 
claim with a limitation directed to the 
solution of a problem. 

Although the manufacture of detergents 
may involve chemical reactions in process 
steps, claim 5 involves merely the physical 
process of simultaneously spray-drying two 
known slurries, and there is no indication 
that a chemical reaction occurs in the 
spray-drying tower. Accordingly, the uncer- 
tainty and unpredictability often associated 
with the chemical arts is not present here. 

With respect to appellant's claim limita- 
tion that the nozzles be located at a 
''substantially equal height level of the 
tower," Cavataio et al. disclose that the 
point of entry of the second liquid can be as 
close as 15% ''below the level of the point of 
entry of the first liquid, the percentage bas- 
ed on the distance from the bottom of the 
spray tower to the point of entry of the first 
liquid.'' Moreover, the Tofflemire reference 
(U.S. Patent 3,357,476) expressly discloses 
the simultaneous spray drying of two 
difTerent detergents (one colored, the other 
not colored) at the same height. 

I would hold that the Patent and 
Trademark Office has established a prima 
facie case of obviousness of claim 5 and that 
this has not been rebutted by appellant's 
comparative test data, the same not being 
commensurate in scope with the claim, as 
clearly pointed out in the majority opinion. 



District Court, E.D. California 

Carcioiie v. The Greengrocer, Inc. et al. 

No. S-78-561 
Decided Oct. 12, 1979 

TRADEMARKS 

1. Registration — In general (§67.731) 

Registration — Distinctive mark 
(§67.745) 

Generic mark may never be validly 
registered, under federal trademark law, 
although descriptive term that has acauired 
secondary meaning may be registered. 

2. Marks and names subject to 

ownership — Descriptive — How 
determined (§67.5073) 

Registration — Effect (§67.747) 

Test to determine whether or not term is 
generic is based upon what consumer un- 
derstands meaning of term to be; term 
whose primary significance in minds of con- 
suming public is that it refers to producer 
and not to general class of goods or services 
is not generic; this test is not always clear 
guide through subtle intricacies of language 
usage: court is aided somewhat by presump- 
tion of validity that attaches to any mark 
that is properly registered. 

3. Evidence — In general (§67.331) 

Marks and names subject to ownership 

— Descriptive — How determined 
(§67.5073) 

Dictionary definitions, while not deter- 
minative, are often persuasive evidence in- 
dicating language usage; since American 
trademark law, and thus American con- 
sumer, is being dealt with, neither British 
usagie of mark at hand, which is generic in 
Britain, nor dictionary definition indicating 
such usage are determinative; testimony 
that customers refer to mark in generic sense 
is undercut, somewhat, by further admis- 
sion that many of these customers were 
British. 

4. Evidence — In general (§67.331) 

Marks and names subject to ownership 

— Descriptive — How determined 
(§67.5073) 

Evidence of usage that is scattered and 
may simply reflect instances of idiosyncratic 
usage in this country is of some weight in 
determining whether or not term is generic, 
but is not conclusive. 
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called upon to construe, and competing 
manufacturers and dealers of exactly 
what they are bound to avoid. Grant 
V. Raymond, 6 Pet 218, 247, If the 
description be so vague and uncertain 
that no one can tell, except by indepen- 
dent experiments, how to construct 
the patented device, the patent is void." 

[2] Failure of the specification to 
meet the requirements of 35 U.S.C. 112 
in that it does not adequately teach 
how to carry out the invention in prac- 
tice is, of course, fatal to the validity 
of all of the claims. 

It is clear, too, that claim 1, directed 
to a lamp shade as an article of manu- 
facture, does not particularly point out 
and distinctly claim "the subject matter 
which the applicant regards as his in- 
vention." 35 U.S.C. 112. The essence of 
plaintiiF's invention appears in the fol- 
lowing part of plaintiff's cross-exami- 
nation. 

"Q To get the things clear in my 
mind, as far as winding of the tape 
around the bottom of the frame is 
concerned, that is old, isn't it? It was 
done long before your so-called in- 
vention. 

A Yes. 

Q And the only difference between 
what we have now and what was 
done before is that you have sewing 
by machine instead of what was done 
formerly by hand? 

A Yes." 

Yet, claim 1 nowhere states that the 
stitches are machine stitches. Hence, it 
not only fails to point out plaintiff's 
invention, but it i^eads on the hand-sewn 
shades which admittedly preceded it. 

[3] Despite the presumption of the 
patent's validity — strengthened by the 
fact that the Greenberg patent was 
considered by the Patent Office on the 
present application — we are persuaded 
of the merit of defendants' further con- 
tention that the aforesaid claims of the 
patent in suit are anticipated by prior 
art. 

The prior art, as demonstrated by the 
Greenberg and Brockman patents, dis- 
closes machine stitching of lamp shade 
covers to the frames. The plaintiff 
frankly conceded that the spiral winding 
of tape around the rings and the hand 
stitching of the cover to such tape was 
an old practice, but contended tliat the 
difference — and the only difference — was 
the substitution of machine stitching for 
hand stitching. 

[4] The mere substitution of machine 
stitching for hand stitching in an other- 
wise admittedly old lamp shade con- 
struction does not, per se, appear to be 



anything more than an obvious thing 
to do; but, if it is, the Greenberg patent 
had already disclosed machine stitching 
of lamp shade covers to the tape on the 
ring in a position outwardly of the ring's 
edge, and had indicated substitution of a 
different machine head wnth a different 
needle arrangement to procure a different 
stitching. If more than mere mechanical 
skill was necessary to utilize these teach- 
ings so as to sew the cover only to the 
outer edge of each spirally wound tape, 
then the patentable invention here was 
in the "how-to-do-it" category and here 
the patent in suit is eloquently silent. 

We conclude, therefore, that patent 2,- 
727,983 and claims 1 and 8 thereof are 
invalid for failure to comply with the 
requirements of 35 U.S.C. § 112 and for 
want of any invention patentable under 
35 U.S.C. § 101. 

Settle order accordingly and submit 
within twenty (20) days. 
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Court of Customs and Patent Appeals 

In re Crockett and Hulme 
Appl. No. 6478 Decided June 8, 1960 

PATENTS 

1. Patentability — Invention — Specific 

cases — Chemical (§ 51,5093) 
Prior art teaches use of magnesium 
oxide and calcium carbide individually; 
assuming that the two together produce 
an effect somewhat greater than sum of 
their separate effects, idea of combining 
them would flow logically from teaching 
of prior art; therefore, claim to their 
joint use is not patentable. 

2. Patentability — Evidence of — Commer- 

cial success — In general (§ 51.4551) 

Affidavits indicating commercial suc- 
cess are not persuasive of patentability 
inasmuch as claimed process would flow 
logically from teaching of prior art. 

3. Affidavits — Distinguishing from ref- 

erences (§ 12,7) 

Operability (§48.) 

Affidavits are inconclusive in showing 
that magnesium oxide, as used in process 
of prior patent, will not produce nodular 
structure in cast iron and fail to over- 
come presumption of operativencss 
which attaches to patent since, although 
specific examples are ^iven in which 
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nodular structure was not obtained al- 
though inagnesium oxide was used, it 
does not appear that thorough investiga- 
tion was made as to effect of various 
amounts of that substance, nor does it 
appear that it was used in such an 
amount as to reduce sulphur content be- 
low 0.029c, which patent states is essen- 
tial to cause formation of nodules. 

Particular patents — Cast Iron 
Crockett and Hulme, Cast Irons and 
the Manufacture Thereof, claim 95 of ap- 
plication allowed; claims 94 and 96 re- 
fused. 



Appeal from Board of Appeals of the 
patent Office. 

Application for patent of John M. 
Crockett and Philip M, Hulme, Serial 
NTo. 305,315; Patent Office Division 3. 
From decision rejecting claims 94 to 96, 
applicants appeal. Affirmed as to claims 
*H and 96; reversed as to claim 95; Mar- 
tin, Judge, concurring in part and dis- 
senting in part with opinion in which 
Kirkpatrick, Judge, joins. 
Clarence M. Fisher, Washington, D. C. 
(H. Hume Mathews, Murray Hill, 
N. J., of counsel) for appellants. 
Clarence W. Moore and Arthur H. 
Behrens (Raymond E. Martin of 
counsel) for Commissioner of Patents. 

Before Worley, Chief Judge, Rich, 
Martin, and Smith, Associate Judges, 
and KiRKPATRiCK, Judge.* 

Rich, Judge. 

This appeal is from the decision of the 
Patent Office Board of Appeals affirming 
the rejection of claims 94, 95 and 96 of 
appellants' patent application No. 305,- 
315 entitled "Cast Irons and the Manu- 
facture thereof." The appealed claims 
are as follows ; 

94. A method for treating gray 
iron prior to casting thereof, compris- 
ing, establishing a bath of a gray cast 
iron composition containing iron more 
than 907rt, carbon from 1,1% to 4.5Sx, 
silicon from 1.0% to 3.5 9r, J^nd man- 
jranese from 0.1% to 1.0%, injecting 
into said bath a mixture comprising 
essentially a major proportion of 
finely-divided calcium carbide and a 
minor proportion of finely-divided 
magnesium oxide, said mixture being 
injected with a carrier gas stream 

" United States Senior Judsfe for the 
Eastern District of Pennsylvania, desig- 
i;^ated to participate in place of Judge 
^^^ONNELL, pursuant to provisions of 
Section 294(d), Title 28, United States 



in an amount such that the total 
amount of carbide injected is in the 
range from 5 to 75 pounds of carbide 
per ton of molten metal, and casting 
the resulting treated molten metal 
promptly following said carbide-oxide 
treatment to provide an as-cast prod- 
uct having a retained magnesium con- 
tent of less than .02% and which is 
substantially free of retained elemen- 
tal calcium and which is characterized 
by the presence of uncombined carbon 
in nodular form. 

95. A method for treating gray cast 
iron prior to casting thereof, compris- 
ing establishing a bath of a gray cast 
iron composition containing iron more 
than 90%, carbon from 1.7% to 4.5%, 
silicon from 1.0% to 3.5 and man- 
ganese from 0.1% to 1.0%, injecting 
into said bath a mixture comprising 
essentially a major proportion of fine- 
ly-divided calcium carbide and a minor 
proportion of finely-divided rare earth 
oxide, said mixture being injected with 
a carrier gas stream in an amount 
such that the total amount of carbide 
injected is in the range from 5 to 75 
pounds of carbide per ton of molten 
metal, and casting the resulting treat- 
ed molten metal promptly following 
said carbide-oxide treatment to pro- 
vide an as-cast product which is sub- 
stantially free of retained elemental 
rare earth and elemental calcium and 
which is characterized by the presence 
of uncombined carbon in nodular form, 
96. A treating material for injec- 
tion into molten gray cast iron to pro- 
duce upgrade or nodular gray cast 
iron products and which comprises 
essentially a major proportion of 
finely-divided calcium carbide in ad- 
mixture with a minor proportion of a 
finely-divided nodulizing agent select- 
ed from the group consisting of mag- 
nesium oxide and rare earth oxides. 

The references relied on are: 

Morrogh I 2,488,512 Nov. 15, 1949 
Morrogh II 2,552,204 May 8, 1951 
Morrogh III 2,747,990 May 29, 1956 

Appellants' invention relates to the 
production of cast iron having its gra- 
phitic carbon wholly or partly in the 
form of nodules. The step in the claimed 
process with which we are here concerned 
consists of supplying to a bath of molten 
cast iron a stream of inert gas carrying 
a major proportion of finely-divided cal- 
cium carbide and a minor proportion 
either of ma.2;nesium oxide (claim 94) 
or an oxide of a rare earth metal (claim 
95) in a finely-divided condition and 
promptly thereafter casting the treated 
molten metal. 



The three reference patents are re- 
ferred to by the board and in the briefs 
as Morrogh I, II, and III and will be 
so referred to here. 

Morrogh I discloses a process for the 
production of a high silicon corrosion- 
resistant cast iron containing more than 
ten percent of silicon by weight, in which 
cerium is added to the molten iron "im- 
mediately before pouring." The result is 
said to be a cast iron free from coarse 
graphite flakes wnth improved mechani- 
cal properties and a freedom from poro- 
sity cavities, the graphite being present 
"in very finely-divided form or as a 
mixture of very finely-divided graphite 
and nodular graphite." The cerium may 
be added in pure metallic form, as an 
alloy with other metals or as "a reducible 
cerium compounds." 

Morrogh II relates to the production 
of cast iron in which the free carbon 
is present as graphite predominantly in 
the form of nodules. This result is said 
to be obtained by adding to the molten 
iron, before casting, magnesium oxide 
(magnesia) which may be introduced 
in the form of briquettes which also 
contain lime and silicon. 

Morrogh III relates to the production 
of cast iron in which the graphite is 
present wholly or predominantly in no- 
dular form, and discloses a process m 
which finely-divided calcium carbide en- 
trained in a stream of inert gas is 
injected into the molten iron before 
casting. 

The claims were rejected on Morrogh 
III as a primary reference in view of the 
other Morrogh patents as secondary re- 
ferences. Claim 94 was considered unpat- 
entable over Morrogh III in view of 
Morrogh II on the ground that it would 
be within the skill of the art, in view 
of the latter patent, to add a minor 
proportion of magnesium oxide to the 
calcium carbide of the former. 

[1] We agree with the Patent Office 
tribunals that the combination of steps 
of claim 94 would have been obvious to a 
person of ordinary skill in the art. The 
patents clearly teach that both magne- 
sium oxide and calcium carbide, indmd- 
ually, promote the formation of a nodu- 
lar structure in cast iron, and it would 
be natural to suppose that, in combina- 
tion, they w^ould produce the same effect 
and would supplement each other. Even 
assuming, as appellant alleges to be the 
case, that the two together produce an 
effect somewhat greater than the sum 
of their separate effects, we feel that the 
idea of combining them would flow logi- 
callv from the teaching of the prior art 
and' therefore that a claim to their joint 
use is not patentable. In re Heinrich, 



46 CCPA 933, 268 F.2d 753, 122 USPQ 
388, and cases there cited. Accordingly 
[2] the affidavits of record indicating 
that the process of claim 94 yields good 
results and has been commercially suc- 
cessful are not persuasive of the paten- 
tability of claim 94. 

[3] Appellants contend that magne- 
sium oxide, as used in the Morrogh II 
process, will not produce a nodular 
structure in cast iron, and they have 
submitted affidavits purporting to 
establish this. We have considered the 
affidavits, but agree with the examiner 
and the board that they are inconclusive 
and fail to overcome the presumption of 
operativeness which attaches to the pat- 
ent. Certain specific examples are given 
in the affidavits in which a nodular 
structure was not obtained although 
magnesium oxide was used, but it does 
not appear that any thorough investiga- 
tion was made as to the effect of various 
amounts of that substance, nor does it 
appear that it was used in such an 
amount as to reduce the sulphur con- 
tent of the cast iron below 0.02%, which 
the patent states is essential to cause 
the graphite to form nodules. See In re 
Michalek, 34 CCPA 1124, 1127, 162 F.2d 
229,231, 74 USPQ 107, 109. 

While claim 94 contains certain other 
limitations as to the composition of the 
original iron bath, the amount of calcium 
carbide used, and the magnesium and 
calcium content of the final product, we 
do not find that they point out anything 
unobvious. In fact, the original iron, as 
claimed, has the composition which is 
stated in appellants* application to be 
"that which is conventionally used to 
make gray cast iron." The range of cal- 
cium carbide set forth in the claim is 
a wide one— from 5 to 75 pounds per ton 
—and there is nothing to show that it is 
critical or involves anything more than 
judicious selection, and the same is true 
of the magnesium and calcuim content 
limitations as to the final product. 

Similarly the statement that the cast 
iron is poured "promptly" after the in- 
jection of the magnesium oxide and cal- 
cium carbide is not regarded as render- 
ing the claim patentable, since such a 
procedure is considered obvious in vie\v 
of the teaching in Morrogh I that the 
additive is put into the molten iron 
"immediately before pouring." 

In our opinion, claim 94 calls for 
nothing more than an obvious combi- 
nation of two old nodulizing materials, 
and the rejection of this claim wiU* 
therefore, be affirmed.- 

Claim 96 is so broad as to be fuUy 
met by a treating material comprising 
essentially calcium carbide, and magne- 



' sium oxide. As above stated, we con- 
sider it to be obvious to use these two 
materials together in the production of 
nodular cast iron. We think it would 
also be obvious to combine them as a 
treating: material prior to adding them 
to the molten iron. The combining of 
additives is an old expedient as shown, 
for example, in Morrogh II in which 
magnesium oxide is briquetted with lime 
and silicon before being added to the 
iron. The rejection of claim 96 will 
accordingly be affirmed. 

Claim 95 was rejected on the ground 
that it would be obvious, in view of 
Morrogh I, to add a minor proportion 
if an oxide of cerium, a rare earth metal, 
:o the calcium carbide used in the Mor- 
•ogh III process. We are unable to 
ion cur in this rejection since, in our 
jpinion, Morrogh I does not fairly sug- 
gest the use of cerium oxide as a 
lodulizing agent for conventional cast 
nr.i of the kind recited in claim 95. 

In the first place, the Morrogh I dis- 
losure is directed to high- silicon cast 
ron, containing more than 10% silicon 
nd not over 2% carbon and the purpose 
or which the cerium is added is to over- 
ome objectionable features resulting 
rom the high silicon content, namely, 
he presence of the carbon in the form 
f coarse and very coarse flakes, porosity 
avities, and a very hard and brittle 
roduct. The patent does not clearly 
aggest that cerium or cerium compounds 
ould be similarly useful in cast iron 
ach as that of claim 96, containing only 
•om 1.0% to 3.5% of silicon and up to 
5% carbon. But even for high-silicon 
ist iron, Morrogh I does not teach that 
predominatly nodular product will re- 
tlt from the use of cerium. On the 
ntrary, the patent specification states 
at the eutectic carbon is in the form 

finely-divided graphite, and that it 
only the carbon, if any, in excess of 
at amount which is in nodular form. 

the single example of Morrogh I, the 
tal carbon content is only 1.19%, with 
% silicon, the patent repeatedly em- 
asizing that with high silicon content, 
rbon must be kept low. Though Mor- 
?h I does not mention cerium oxide, 
; oeem it to be included in his broad 
erence to a "reducible cerium com- 
Jnd." 

The teaching of Morrogh I is that 
^lum or its alloys or compounds, if 
^ed to high-silicon cast iron, will 
mt m a product in which the carbon 
primarily in the form of finely- 
ided graphite, with the possibility of 
nodular graphite being present, 
s would not, we think, reasonably 
&cst to one skilled in the art that 



cerium or its oxide would produce a 
predominantly nodular product in con- 
ventional cast iron of the kind claimed 
here. Accordmgly, there is nothing there- 
in to suggest that anything would be 
g-ained by employing cerium oxide in 
the process of Morrogh III, which is 
directed to the production of a cast 
iron m which the graphite is wholly or 
predominantly in nodular form. These 
two Morrogh patents relate to the use 
of different materials to produce end 
products having different properties 
and, in our opinion, they cannot properly 
be combined to reject claim 95. 
. The decision of the Board of Appeals 
is affirmed as to claims 94 and 96 and 
is reversed as to claim 95. 

Martin, Judge, concurring in part and 
dissenting in part. 

rejection of claim 

95 should be affirmed. 

Appellants' specification with refer- 
erice to some of the nodulizing agents 
therem disclosed states: ^ e 

The nodulization-impelling agents. 
%f in reducible compound or oxide form 
are preferably injected simultaneously 
with the calcium carbide, in finely 
divided form, and they may be in ad- 
mixture with the finely divided calcuim 
carbide. The nodulization-impelling 
agents, tf m elemental or metallic 
form, are preferably added to the 
molten metal either simultaneously 
with the calcium carbide injection or 
just subsequent thereto, and they may 
be injected m finely divided form and 
may be in admixture with the finely 
divided calcium carbide. [Emphasis 

rr.^!i ^^?^tS?^ the cerium, a rare earth 
metal, of Morrogh I and the form in 
which It may be introduced into the 
Morrogh I cast iron, the patent, in strik- 
ingly parallel language, relates: 

The cerium may be added in any 
convenient form, either as pure metaU 
Lie cerium, mischmetall, ferrocerium 
cerium carbide or other alloy of cerium! 

* The cerium may be applied in the 
/orw of a redticible cerium compound, 
[Emphasis mine.] 

Thus, both the reference and the appli- 
cation equate cerium and reducible ce- 
rium compounds, of which cerium oxide 
is one, for use in cast iron compositions, 
one being a "conventional" cast iron, 
the other being a high silicon cast iron. 
The application states that the oxides 
are used because it "enables the rare 
earths to be used in their inexpensive. 



readily available, oxide form," and the- 
orizes that : 

The rare earth oxidee as used with 
the present invention !^ 
be reduced by the injftion <>alcmm 
carbide at the normal founding tejn- 
pcrattires (2400-F. to 2900"F.) of the 
metal baths to liberate cerium, lan- 
thanum, and other rare earth elemenite. 
In contrast, magnesiuni oxide is a r^ 
fractory oxide and is therefore not as 
readily reduced by the injected calcium 
carbide at the temperatures of the 
bath, and this may be one of the rea- 
sons why it is not as effective in the 
combination treatment as the lare 
earth oxides for purposes of noduhza- 
tion. [Emphasis mine.] 

While these may be some t^^/!?^^,^ 
for the interchangeabihty of the metal- 
lic and oxide forms, reasons which are 
not stated in the patent, the indication 
of equivalency is set out. Consequently, 
I feel that Morrogh I suggests the use 
of either cerium or cerium oxide to 
perform the function for vrhich it is 
used in his cast iron. 

That patent teaches that cerium im- 
proves the properties of high silicon cast 
iron, the high silicon content being an 
important element in P^ducing corro- 
sion-resistant cast iron. One oft^f ob- 
jects of the Morrogh 1 invention is to 
provide a high-silicon cast iron m which 
the graphite is present in finely divided 
fori^ or as a mixture of ^e^^^fip.^jy 
di%'ided graphite and nodular graphite. 
To that end when cerium is added to 
the cast iron composition "immediately 
before pouring," the . eutectic carbon 
separates "on cooling in the i«>™ oj, « 
verv finely-divided undercooled graphite 
and any excess of carbon over the eutec- 
tic amount in the form of nodular graph- 
ite." A microscopic examination of sec- 
tions of a casting made according to the 
Morrogh I invention showed the graphite 
to be present "partly in the form of 
nodules or spherulites." 

^(^mittedly the patent does not state 
that^^l or substantially all of the graph- 
ite is nodulized. However, one mterested 
n preparing nodulized cast irons could 
hardb' fl l to note that the patent does 
teach that nodular graphite in fact existe 
in the cerium containing cast iron ol 
the patent. 

The maioritv states that "Morrogh I 
does noTsuggest the use of cerium oxide 
as 1 nodulizing agent for conventional 
Tastironof thl kind described m cjam 
95" I do not understand this to mean 
th^t the majority ^ -Is the "^f 
cast iron of the patent and the conven- 
UonVr cast iron of the apphcation to 



be from non-analogous arts. While the 
patent disclosure specifically relates to 
high silicon cast iron,^ that does not 
mean that the suggestions which fio^ 
from such a disclosure are limited to 
that type of iron. 

I believe that one dealing with the 
problem of nodulizing graphite in cast 
Frons when confronted with the Morrogh 
I patent would think that the cerium 
of that patent might also cause noduh- 
zation of graphite in other cast irons, 
inc uding the ''conventional" cast iron 
of claim^95. Thus, the use of cerium or 
its equivalent the oxide, m a cast ii on 
of the type claimed herem would be 
obvious to one of ordinary skill in the 
art. I also feel, for the reasons stated 
bv the majority with respect to the 
obviousness of combining calcium car- 
bide and magnesium oxide as noduliza- 
tion materials in cast iron cornpositions, 
that it would be obvious m view of the 
references to combine the rare earth 
oxides and calcium carbide as a noduliz- 
ing composition for "conventional cast 
irons. The other limitations of claim 95 
are parallel to those of claim 94. ™ 
respect to them, the majority said, we 
do not find that they point out anything 
unobvious." That statement is equally 
applicable to claim 95. 

I would affirm the rejection of all ol 
claims 94 to 96. 

KiRKPATRiCK, Judge, joins m this 
opinion. 



47 CCPA 1030 

Court of Customs and Patent Appeals 
In re Stephens 
Appl. No. 6531 Decided June 8, i960 

PATENTS 

1, Court of Customs and Patent Appeal^^ 
—Issues determined— Ex parte pa^ 
ent cases (§ 28.203) 
Examiner's rejection, not having beeti 
reversed by Board, is before court. 
Particular patents— Tube 
Stephens, Composite Fibrous^ Tube, 
claims 18 to 20 of application refused. 



Appeal from Board of Appeals of th 
Patent Office. ^ 

Application for patent of -To^eph 
Stephens, Serial No. 203,441, filed Vec 
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aminer, and the need under the facts of 
this case for a careful interpretation of 
those proceedings by one of ordinary skill 
in the art, explanatory testimony could aid 
the trial court (if it had doubt) in ascer- 
taining the scope of the [claim]. 
Under the circumstances of this case, sum- 
mary judgment should not have been 
granted. 

3. "Uniform Outer Diameter" 

MedComp continues to adhere to its inter- 
pretation of the phrase "uniform outer diam- 
eter" in claim 7 as an alternative basis for 
affirming the judgment below. MedComp 
contends that because this limitation was 
added during prosecution, Howes is estopped 
from claiming a catheter with a tapered 
distal tip, wherefore its catheter does not 
infringe. The district court rejected this ar- 
gument as a basis for granting summary 
judgment, holding instead that it was reason- 
able to include tapered catheters within the 
scope of claim 7. 

If one thing is clear from the prosecution 
history of the patent, it is that Howes added 
the limitation of a uniform outer diameter at 
the distal end of the catheter tube only to 
distinguish the catheter in Bielinksi, U.S. 
Patent No. 3,437,088, which had protuber- 
ances along its length. Some additional gloss 
was placed on this language by Howes' pat- 
ent attorney in distinguishing the Cournand 
catheter during reissue, but Cournand was 
distinguished on a number of grounds. Sig- 
nificantly, the non-uniformity in the Cour- 
nand catheter body is not at its tip — it 
begins halfway along the length of the cath- 
eter body. At most, Howes* argument to the 
examiner can be taken, as surrendering from 
claim coverage a catheter with size changes 
along its insertion length, not at its tip. 

C. Other Errors 

It is a truism that this court reviews judg- 
ments, not opinions, see, e.g., Chore-Time 
Equipment, Inc. v. Cumberland Corp., 713 
F.2d 774, 781, 218 USPQ 673, 677 (fed. 
Cir. 1983), but the district court's July 22, 
1 985, summary judgment order contains sev- 
eral misstatements of law which should not 
be left without comment. 

The district court in several places appears 
to confuse claim allowance with infringe- 
ment of third party patents, stating that 
"Howes was compelled to amend his patent 
appHcalion to avoid infringing prior art pat- 
ents" and that the Howes patent was allowed 
because "small but significant differences 



are enough to prevent infringement." In dis- 
cussing the doctrine of equivalents, the court 
seems equally confused in its observation 
that although the differences between Med- 
Comp's catheter and Howes catheter were 
not great, "small changes have been enough 
to distinguish new catheters from prior art." 

It is impossible to deduce whether these 
obvious misstatements contributed to the er- 
roneous judgment below. Cf, Lindemann 
Maschinenfabrik GMBH v. American Hoist 
and Derrick Co., 730 F.2d 1452, 1458, 221 
USPQ 481 , 485 (Fed. Cir. 1 984) ("language 
in an opinion . . . may indicate that harmful 
errors of law produced an erroneous conclu- 
sion"). They do, however betray a lack of 
familiarity with certain fundamentals of pat- 
ent law which should be remedied on 
remand. 

CONCLUSION 

[1] We hold, therefore, that the district 
court erred as a matter of law in construing 
claim 7 as limited to Fig. 3 of the Howes 
patent based on its interpretation of the 
words "joined" and "freely" as contained 
therein. In doing so, the district court also 
failed to recognize genuine issues of material 
fact surrounding the reissue of the patent 
which make summary judgment inappropri- 
ate in this case. The judgment of non-in- 
fringement of claim 7 by MedComp and 
AHS is vacated zn^ the case is remanded for 
further consideration consistent with this 
opinion. 

VAC A TED AND REMANDED 
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In re Geiger* 
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PATENTS 

1. Patentability /validity — Obviousness — 
Evidence of (§115.0903) 

Obviousness cannot be established by 
combining teachings of prior art to produce 



* This opinion issued as an unpublished opin- 
ion on December 1 1, 1986. On request of counsel 
for appellant, it is now being reissued as a pub- 
lished opinion. 
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'aimed invention, absent sonie teaching, 
uoestion, or incentive supporting combina- 
fn and thus, although it might have been 
vi^DUS to one skilled in art to try various 
jmbinations of teachings of;^>*ef P^^^^^f^J 
.ferences to achieve claimed method, such 
/idence does not establish prima facie case 
f obviousness. 
Particular Patents — Corrosion inhibitor 
Geiger, application No. 373,903, for 
lethcS of inhibiting scale formation on and 
orrosion of metallic parts cooling water 
ystems, Claims 43-63, and 65-67, not 
tbvious. 



Appeal from United States Patent and 
rrademark Office, Board of Patent Appeals 
ind Interferences. ^ ^ . 

Application for patent of Gary E, Geiger, 
application, Serial No. 373,903, from affir- 
mation of rejection of claims applicant ap- 
peals. Reversed; Newman, Circuit Judge, 
concurring with opinion. 

Bruce E. Peacock, Trevose. Pa., for 
appellant. 

Robert D. Edmonds, associate solicitor (Jo- 
seph F. Nakamura, solicitor, and bred t. 
McKelvey, deputy solicitor, with him on 
the brief), for appellee. 

Before Skelton, Senior Circuit Judge, and 
Newman and Archer, Circuit Judges. 



Archer, Circuit Judge. 

This is an appeal from a ^^jcision of the 
United States Patent and Trademark umce 
(PTO) Board of Patent Appeals and Inter- 
ferences (board). Appeal No. 606-09 af- 
firming the examiner's rejection ot all re- 
maining claims, 43-63 .^nd 65-67 in 
appellant's patent application, Serial Nurn- 
ber 373,903 ('903), under 35 U.S.C. §103. 
We reverse. 



OPINION 
Background 



The '903 application, filed on May 3, 
1982, is directed to a method of inhibiting 



scale formation on and corrosion of metallic 
parts in cooling water systems by use o! 
compositions containing d) a sulfonated 
styrene/maleic anhydride (SSMA) copo- 
lymer, (2) a water soluble zinc compound, 
and (3) an orga no-phosphorus acid com- 
pound or water soluble salt thereof. 

In its decision dated February 7, 1986, the 
board aflSrmed the examiner's rejections un- 
der 35 U.S.C. § 103, finding that the claimed 
subject matter would have been obvious m 
view of various combinations of references, 
but with reliance primarily upon U.S. Patent 
No. 4,209,398 issued to li, et al. (Ii). U.b. 
Patent No. 4,374,733 issued to Snyder, et al. 
(Snyder '733) and U.S. Patent No. 
4,255,259 issued to Hwa, et al. (Hwa)» 

The Ii patent discloses use in cooling water 
systems of scale and corrosion prevention 
compositions comprised of a polymeric com- 
ponent in combination with one or more 
compounds selected from the group consist- 
ing of inorganic phosphoric acids and water 
soluble salts thereof, phosphonic acids and 
water soluble salts thereof, organic phos- 
phoric acid esters and water soluble salts 
thereof, and polyvalent metal salts. Al- 
though the Ii polymeric component may con- 
tain maleic acid and styrene monomers, 
there is no disclosure of the specific copo- 
lymer. SSMA, required in applicants 
claims. 

The Snyder '733 patent discloses a method 
for treating cooling water systems prone to 
scale formation by the addition of a composi- 
tion comprised of an acrylic acid/Iower al- 
kyl/hydroxy acrylate copolymer and another 
polymeric component, which may be SSMA 
or a styrene/maleic anhydride (SMA) copo- 
lymer. The Snyder '733 patent notes that 
boiler and cooling water systems share a 
common problem in regard to scale deposit 
formation and that use of SMA to prevent 
scale in boiler water systems is known. 



The Hwa patent is directed to a method 
for treating boiler water systems that are 
prone to scale formation by addition ot a 
composition comprised of SSMA and an 
organo-phosphorus acid compound. 

The remaining references, cited with re- 
spect to certain dependent claims, contain no 
suggestion to use SSMA, the specific copo- 
lymer recited in the appealed claims. 

Based upon the prior art and the fact that 
each of the three components of the composi- 



' Hwa was cited only with respect to dependent 
claims 47 and 49. 
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tion used in the claimed method is conven- 
tionaiJy employed in the art for treating 
coolmg water systems, the board held that it 
xvould have been prima facie obvious, within 
the meaning of 35 U.S.C § 103, to employ 
these components in combination for their 
known functions and to optimize the amount 
of each additive. The board further held that 
data appearing in appellant's specification, 
and supplemented by a declaration submit- 
ted pursuant to 37 C.F.R. § ].]32, provided 
msufficient evidence of nonobviousness to 
rebut the prima facie case. 



2 USPQ2d 



Issues 

I. Whether the board erred in finding that 
a prima facie case of obviousness 
established. 



was 



2. Assuming that a prima facie case of 
obviousness was established, whether the 
board erred in finding that appellant's objec- 
tive evidence with regard to unexpected re- 
sults was insui?icient to rebut that prima 
lacie case. 



Analysis 

Obviousness is a question of law based 
upon the factual inquiries mandated in Gra- 
,^J^Jt'- -^^^^ ^^^^^ 383 U.S. 1 148 
USPQ 459 (1 966). Bausch & Lomb, inc v. 
iSarnes-Hindj Hydrocurve, Inc) 796 F 2d 
^'^^9 4^6, 419 (Fed. Cir. 
hor a conclusion of obviousness, the 
standard of review is correctness or error as a 
^^l^^^J^^^^"^- In re Caveney, 761 F.2d 671 
n ^^SPQ I, 3 (Fed. Cir. J 985); In re 

191, 195 (Fed. Cir. 1984). 

(IJ Appellant contends that the PTO 
lailed to establish a prima facie case of 
obviousness and, consequently, that the 
board s affirmance of the examiner's rejec- 
IL?PT/^- Appellant argues that 

me t^J Us position represented hindsight re- 
construction or, at best, established that it 
would have been "obvious to iry'^ various 
combinations of known scale and corrosion 
prevention agents, including the combina- 
tion recited in the appealed claims. 

We agree with appellant that the PTO has 
failed to establish a prima facie case of 
obviousness. Obviousness cannot be estab- 
lished by combining the teachings of the 



prior art to produce the claimed invention 
absent some teaching suggestion or incentive 
supporting the combination. ACS Hospital 
Systems, Inc. v. Montefiore Hospital 732 

S'/qs?; l^''-'^' ufp0 929.^933VS 
Cir. 1984). We are convinced that the latter 
are not present here. 

li does not suggest use of SSMA as its 
claimed polymeric component and does not 
require the presence of an organ ophosphorus 
acid compound or of a zinc compound li 
notes that it is difficuh to maintain a prede- 
termined concentration of polyvalent metal 
ions, such as the zinc (II) ion, in alkaline 
cooling water, but states that its claimed 
polymeric component prevents the "polyva- 
lent metals from becoming insoluble com- 
pounds and precipitating. . . r Although 
Snyder '733 discloses use of SSMA, it is 
the purpose of showing that it, or one of three 
other specifically recited copolymers, may be 
used in combination with yet another poly- 
meric component, an acrvlic acid/lower al- 
kyi/hydroxy acrylate copolymer, to prevent 
scale formation. With respect to claims 47 
and 49, Hwa does disclose the specificallv- 
recited organo-phosphorus acid compound. 
It provides, however, no suggestion to add a 
^'/"cexTxP^^I*^ disclosed combination 
01 i>i>MA and organ-ophosphorus acid com- 
pounds, or to use SSMA in combination with 
an organo-phosphorus acid compound in the 
treatment of a cooling water system, where 
the characteristics may significantly differ 
irom those in Hwa's boiler water system 
Hwa also provides no suggestion that SSMA 
could prevent precipitation of the zinc (II) 
ion in alkaline cooling water in the manner 
ascribed to the polymeric component of li. 

A* best, in view of these disclosures, one 
skilled m the art might find it obvious to try 
various combinations of these known scale 
and corrosion prevention agents. However 
this IS not the standard of 35 U.S.C §103 In 
7 9^^^!''^ ^-^^ 375, 377, 198 USPO 
l\l ^Fc^^tJtfJ^^'^ Antonie, 559 F.2d 
5J«, 195 USPQ 6 (CCPA 1977): In re Tom- 



Because we reverse on the basis of failure 
to establish a prima facie case of obvious- 
ne^, we need not reach the issue of the 
suflficiency of the showing of unexpected 
results. *^ 



REVERSED 
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• Newman, Circuit Judge, concurring. 

I agree in the court's result, but respeclful- 
do not share the view that the PTO did not 
esent a prima facie case that the claimed 
vention would have been obvious in terms 
* 35 U.S.C. § 103. I write separately be- 
luse the determination of whether a prima 
cie case of obviousness has been made is a 
■itical decision that controls the evidentiary 
rocedures and burdens before the PTO. 

The claims are directed to a three-compo- 
jnt system to control scale and corrosion in 
)oIing water systems, the components being 
I) zinc ions, (2) a copolymer of sulfonated 
yrene and maleic anhydride (SSMA), and 
)) an organophosphorus acid or salt. A 
iree-part system is described in the li refer- 
ncc for the same purpose, but differs from 
pplicant's system in that the copolymer 
Dmponent (2) is different. There is no teach- 
ig of SSMA in ihe.li reference. However, 
le Snyder '733 reference teaches SSMA in 
ombination with other polymers to control 
rale in cooling water systems. The use of 
SMA in cooperation with phosphonate is 
jiown to reduce scale and sludge in boilers 
Hwa). Hwa does not use zinc ions and it is 
nown that zinc ions produce undesirable 
esults in boilers, but the li reference states 
hat it was known to use zinc ions alone or in 
ombination with organophophorus acids or 
alts to inhibit corrosion in cooling water. 

Thus each of Geiger's three components 
las been described, separately or in partial 
ombination, for use in cooling water sys- 
ems. In my view, it would have been prima 
acie obvious to replace the polymer compo- 
lent of li with the known scale inhibitor 
JSMA, or to add an organophosphorus com- 
>ound and zinc ions, both known corrosion 
nhibitors, to SSMA to achieve both scale 
ind corrosion resistance in cooling water 
ystems. In re Kerkhoven, 626 F.2d 846, 850, 
!05 USPQ 1069, 1072 (CCPA 1980); Min- 
lesota Mining & Manufacturing Co. v. An- 
ul Co., 213 USPQ 1024, 1033-34 (E.D 
iVis. 1981). The Board so held. 

The applicant, in rebuttal of the PTO's 
)rima facie case, argued that his three [com- 
)onent systems exhibits superior properties, 
ind that the superiority was not obvious in 
Hew of the cited references. In support of 
his argument the applicant relied on experi- 
nental data in the specification. 

The specification contains data on the cor- 
osion/scale control capability of various 



combinations of components, including data 
comparing the applicant's three-part system 
containing SSMA with other three-part sys- 
tems containing other preferred scale-pre- 
venting polymers of the prior art. These data 
showed significant superiority of applicant's 
system; this was not disputed. The Board 
nevertheless held that the prima facie case 
was not rebutted because the applicant did 
not include data showing the properties of . 
SSMA alone, staling that "the superior per- 
formance of such compositions may be due 
to the superiority of SSMA vis-a-vis the 
other scale-Preventing copolymers." 

I agree with the Board to the extent that it 
would have been of scientific interest to in- 
clude such data. However, as a matter of law 
I believe that the applicant's showing was 
reasonable and sufficient. He complied with 
the requirement that the comparative showr 
ing "must be sufficient to permit a conclu- 
sion respecting the relative effectiveness of 
applicant's claimed compounds and the com- 
pounds of the closest prior art," In re Payne, 
606 F.2d 303, 316, 203 USPQ 245, 256 
(CCPA 1979), and must "provide an ade- 
quate basis to support a legal conclusion of 
unobviousness. In re Johnson, 141 F.2d 
1456, 1461, 223 USPQ 1260, 1264 (Fed. 
Cir. 1984). The applicant demonstrated the 
exceptional corrosion inhibition achieved 
with his three-part system in comparison 
with systems containing the known corrosion 
inhibitors zinc ion and organophosphorus 
compounds. He also compared his combina- 
tion with systems containing other known 
polymeric scale inhibitors such as those 
taught by li, and demonstrated that those 
systems did not provide the improvement in 
corrosion and scale control achieved with the 
SSMA combination. He also demonstrated 
that neither polymaleic anhydride nor sul- 
fonated polystyrene had the same effect on 
corrosion resistance as did the SSMA 
copolymer. 

Applicant compared his system with the 
most relevant prior art. It is not required that 
the claimed invention be compared with sub- 
ject matter that does not exist in the prior 
art. The applicant is not required to create 
prior art, nor to prove that his invention 
would have been obvious if the prior art were 
different than it actually was. 

The Board also upheld the examiner's ad- ^ 
ditional rejection that it would have been 
obvious to add zinc ion to the two-component 
SSMA/phosphonate system of Hwa. The 
Hwa system is for the reduction of scale and 
sludge at the high temperatures of steam 
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boilers, and it was unconlroverted that zinc 
ion is not usable at high temperatures. Appli- 
cant provided data showing that the Hwa 
system is relatively ineffective in a cooling 
system. The Board did not contradict this 
position on its scientific merits. 

The applicant compared SSMA/phos- 
phonate (Hwa) alone, SSMA/zinc, and 
phosphonate/zinc, with his three-component 
system, and achieved results that the Board 
held showed "superior performance." These 
results are sufficient in themselves to rebut a 
prima facie case of obviousness. See In re De 
BlQuwe. F.2d 699, 705, 222 USPQ 191, 
196 (Fed. Cir. 1984). 

Turning to the rejection on the breadth of 
the claim language, the limitations in the 
claims appear to be reasonably commensur- 
ate with the disclosure. Although I do not 
agree with the applicant that it is incumbent 
on the Commissioner to offer "technical evi- 
dence", applicant's specific examples are il- 
lustrative of the limitations described in the 
specification, and are not in themselves fur- 
ther limitations. In re Johnson, 558 F.2d 
1008, 1017, 194 USPQ 187, 195 (CCPA 
1977); !n re Goffe, 542 F.2d 564, 567, 191 
USPQ 429, 431 (CCPA 1976). 



in view of plaintiff's frivolous appeal of fed- 
eral district court's decision that parties' 
settlement agreement was enforceable. 



Court of Appeals, Federal Circuit 

S and T Manufacturing Co. v. County of 
Hillsborough, Florida 

No. 86-1484 
Decided March 31, 1987 

JUDICIAL PRACTICE AND 
PROCEDURE 

1, Procedure — Settlement agreements; 

consent decrees; waivers; releases 
(§410.43) 

Federal district court did not err in finding 
that enforceable settlement agreement had 
been reached between patent infringement 
parties, despite plaintifTs argument that 
agreement was "agreement to agree" be- 
cause no adequate drawing of noninfringing 
structure was prepared, since drawing at 
issue was initialed and referenced as showing 
acceptable noninfringing structure. 

REMEDIES 

2. Monetary remedies — Damages — In 

general (§510.0501) 

Defendant in patent infringement suit is 
entitled to damages under Fed.R.App.P. 38. 



Appeal from District Court for the Middle 
District of Florida, Caslagna, J. 

Action by S and J. Manufacturing Co. 
Inc., Saul R. Spector, and Steco Sales Inc., 
against the County of Hillsborough, Florida, 
et al., for patent infringement. From decision 
denying plaintiff^s motion to set aside and 
granting defendant's motion to enforce set- 
tlement agreement, plaintiff appeals. 
Affirmed. 

Leonard Michael Quittner, Reading, Pa., for 
appellants. 

Edward Kondracki, of Kerkham, Stowell, 
Kondracki & Clarke. Falls Church, Va., 
and George Rahdert, of Rahdert, Acosta 
& Dickson, St. Petersburg, Fla. (William 
L. Feeney, of Kerkham, Stowell. Kon- 
dracki & Clarke, Falls Church, Va., Jo- 
seph Spicola, of Rahdert, Acosta & Dick- 
son, St. Petersburg. Ha., and R. Elliott 
Dunn, Tampa. Fla., with them on the 
brieOi for appellees. 

Before Nie§. BisscU„ and Archer, Circuit 
Judges. 

Bissell, Circuit Judge. 

S and T Manufacturing Co., Inc., Saul R. 
Spector, and Steco Sales, Inc. (collectively, 
S&T) seek to overturn the final order of the 
United States District Court for the Middle 
District of Florida, Civil Action 
84-1431-Civ-T-15. The order denied 
S&T's motion to set the case on the district 
court's trial docket and granted the motion 
filed by the County of Hillsborough, Florida. 
Har-Dee Manufacturing Co., Plant City 
Steel Co., Harsco Corp., and Hunt Truck 
Sales and Services, Inc. (collectively, Hills- 
borough) to enforce the settlement agree- 
ment. The district court found that the settle- 
ment agreement between S&T and 
Hillsborough was enforceable and that S&T 
had failed to show a basis for voiding the 
agreement. We affirm. 



BACKGROUND 



This case arises out of a patent infringe- 
ment dispute concerning U.S. Patent No. 
3,815,764. The parties with their counsel 
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i v. Holar Pharmaceutical Co,, 141 
t ui H44. 855 [224 USPQ 349] (3d Cir. 
^^41. . IT/, den., 471 U.S. 1 137 (1985). 
\t\ iK niolion for the preliminary injunc- 

iil.iiittitr alleges: 
;i I.IM first became aware that Xerox 
*.»-. selling goods identified by the phrase 
( M i( I i TECH in October of 1990. Affida- 

hI Malcolm C. Moran 1127. 
; 1 1 was hot until approximately one 
,i'»u later thalTJM learned that Xerox's 
Ihh IITECH product was in fact a busi- 
m'K\ lorni management system intended to 
'iti(tlacc or destroy the traditional business 
printing and management practices 
in iliirmcd by TJM and its licensee under 
.hr trademark DOCUTEC. Affidavit of 
M..lc.>lm C. Moran 128. 
1m u-sponse to Xerox's discovery requests 
1 I St [M oduced a file containing legal work 
f*t(..imcd in October of 1990 by the Stone 
Kfnt.iii law firm on its behalf.'* This file, 
-^it.ittis a detailed analysis of the issues 
-.-.nt III this lawsuit, handwritten notes as- 
«*t»tM^'. TJM's claim, a plot of alternative 
*<*au7*ics of pursuit, and information as to 
t)cu)ber 1990 services provided by the 
•^r* Vnrk law firm hired as co-counsel. This 
-Hahlishcs that TJM was deeply involved in 
jsscssment of TJM's rights vis-a-vis the 
^^^th mark DOCUTEC as early as October 
Such is in direct contradiction to and 
.nfijiiivocally refutes the factual statements 
*HMil;iicd in paragraph 22 of plaintiffs 
-r-.dtin for a preliminary injunction (quoted 
jN^fc-inabove) and Moran's affidavit in con- 
^*(iiin therewith." Despite the artful phra- 
f»,.l..^<y of plaintiffs pleadings aforeslated, 
t (lurt is convinced that Moran was on 
■^■111 c of the alleged trademark infringement 
*. hI October 1990. 
1 11 In summary, the Court finds that TJM 

• aiictl sixteen months to move for a prelimi- 
•**iv injunction claiming irreparable injury 
*mi attempted to delude the Court in its 
i4r;uiiiig and affidavit of relevant periods of 
uifH' .IS to knowledge which would affect the 
I' Jilting or denial of such relief." 

• l>i-l'cndanl's Ex. No. 48. 
\Ki). in Moran's deposition the following 

• h i M^c took place: 

*} Vou did not at any time in 1990 send this 
'-liiiicr to any lawyer for an opinion as to 
-liiMlicr or not any particular right of yours 
-.1% in jeopardy, did you? 
A I t!i)n't believe I did. 

M.'t.iri Deposition at 67-68. 

' Nothing herein should be construed to detcr- 
•tnr whether TJM can assert any rights under 

^»*« I Liiiham Act or the Louisiana Tradename 
Iradcmark Act, other than the right to a 

t^riiiMinary injunction. 



Accordingly, the following order denying 
plaintiffs Motion for Preliminary injunction 
was orally dictated into the record on May 
13th, 1992: "I am granting judgment, as a 
matter of law, dismissing the complaint as to 
the preliminary injunction only, and the case 
will proceed as to all other matters, with 
written reasons to follow/' 



U.S. Patent and Trademark Office 
Board of Patent Appeals and Interferences 

Ex parte Quadranti 

No. 91-1912 

Decided May 22, 1992 
Released October 8, 1992 

PATENTS 

1. Patentability/Validity — Obviousness — 

Combining references (§115.0905) 

Use of materials in combination, each of 
which is known to function for intended 
purpose, is generally held to be prima facie 
obvious, and in instant case, use of combina- 
tion of herbicides is so notoriously well 
known as to be capable of being taken by 
official notice; generalizations such as Colby 
formula are not particularly useful in deter- 
mining whether synergism has been demon- 
strated, since formula inherently results in 
expectation of less than additive effect for 
combination of herbicides, since there is no 
evidence that such approach is considered 
valid by significant number of ordinarily 
skilled workers in relevant area of technol- 
ogy, and since it could be reasonably argued 
that in most cases, additive or better than 
additive results could be expected for combi- 
nation of herbicides. 

2. Patentability/Validity — Obviousness — 

Combining references (§115.0905) 

There is no single, appropriate test for 
determining whether synergism has been 
demonstrated for chemical combination; 
rather, facts shown in each case must be 
analyzed to determine whether chosen meth- 
od has clearly and convincingly demonstrat- 
ed existence of synergism or unobvious 
result. 

3. Patentability/Validity — Obviousness — 

Combining references (§ 1 15.09051 

Applicant has not overcome showing of 
prima facie obviousness for claimed combi- 
nation of herbicides, since there is no evi- 
dence that differences in values shown in 
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true, practical ao^^^l^.^-ccs are unexpect- 
'evidence ^^^t such d.ffe.-n^^^ 

cd. and since 'V.^fare statisiically signifi- 
differences in ^/l"«,^^^u'gh patent appUca- 
cant in any 7.^"^' 'inM generally held, to 
tion spe':'fi""°"Afd as scholarly scientific 
same high standard as sc , ^^^^ ^ 

publications, da » g^.^ess, and stat.s. 

ki^^t""-^^^^^^^^^^ 

of lhai evidence. 

remaining m application, aj^n 
Affirmed. 

KevinT.MansfieldandKarlF.3orda.Ards- 
TeyN.Y., for appellants. 

examiners-in-chiel. 
Goldstein, e>am!nei-.n-chief. 



\jUlU3»<-"M 

This appeaUs from the examm^^^^^^^^ 
rejection of claims 3 1^. ,,^ai„ing in the 

::^sVloV^^ofSst^ 

^fencel^^^^^ 

^P^eyeTetal. (Meyer) 4,478,635 Oct. 23, 

Pesticide Manual. p^J^{' -p. 36-37, 
Crop Protection .^""Pfo' 5.^, 479-482. 

V98-I99, ''],8-"?o|f9o''251 252. 731. 
Kl°220-222,52Ul?:267-268(nodate 

KonJ] appealed cgi-h-nTSg 
W rejected under 35 U^S-^^ ' . jhe 
SSM- affirm .his 

^does not appear that appeUanU have 
controverted the 'ss^f necessity 
ousness. If »hey '''f'rner's position on this 
agree >^iih «he true ?hat the use of 
issue. It is e*"!," i^each of >vhich .s 



uadranii 

by official notice. , ,5 whether 

\he saV.entjss"C 0" ^^h« ^^^^^^ „„,bvious 
or riot appellants have cs. j^gnce suffi- 
resuUs adequate to amounu ^^^^^ 
eienl to outweigh the evifl^^ »he examiners 
of record, we .agrc How- 
general conclusion thanhcy n^ 

Iver, since we 'anicular and since 

er's reasoning f" 1''"^ ^i^e some comments 

c^str?h»-^^^^^^^^ 

^Ae«X!S^.ot synergism^ 

JSe^nTmrsSf^Se^^^^^^^^^^^^^ 
as the Colby formula are^no P^^^„i, re- 
useful. The Colby ^^^f^^^3si^an add live 
suits in an expectation o^ a^ herbicides. 

efTect for any ?°^°l"of record that this 
There is no ev deri« ot ^^^.^ ^ 
approach is cons.dereO to ^^^^^ ^ 

Jficant nV'?^'''^ J' hTs ar^ technology. 1 
or authorities '"'his area ^^^^ , 
could reasonably be argu 
additive results should be e'^t^ 
argument car, even t« rnaa ^^^^^ ^^^^ 
oroposition that m m<Kt ^ ^t,. 

Stive result couW t^^^^ 
aminerhas.ndicatedcen ^.^^ ^ 

that the Colby equaiioii & addinoiial 
v?ould, however, n^entio^ se ^ ^^^^ 

reasons or "P^fJ^f ^^o or -r^ore. different 
results with the use 01 iw 
herbicides. hprbicidcs functioned by 

,f two or .^ore herbjc^oc ^^^^^^,^^s 
somewhat different b^J>|;^ ^^p^ ^ 
their combined use cou w j_ ^ ,y 
to be more efficient than t , 

larger amount ol any V jogjcal path- 
Urbicides smce multiple 0 j 

v^ays would be affected at igiion of 

is 4lso known ^hat. •njny P^P„e will be 
plants as with any organism ^ biocidc than 
P,ore resistant to a panic .^^ ^ 
others. The statistical ^ yjual 
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ii 205 USPQ 1 b69:(GGPAn 980); /n 
1 960)ii^ith:^re#rdaoahe;:subjeCt 
lii)ns of>hert)icid^s is So^riotonousIy 

St%btie^#^^ ^^^^^^^ 



alii^t^sif^j^i^tfi^ Avh^llier 

mitweigMlie'eviden<c^ ^ 

Ke^€^d0^(irt'■^^%e^i 
sonihf ^iri-%v^ff>^^ 
^"BprnpelledCio^rri^ ■ 
ling the sctaiific^^alidity or;a|^ ■ 

Tfd^orJsiri^tedflene^^ 
Goiby^^fotnvul£r^ 

cKi^i^considefed:W3K 

lofiiie^aii^ ihis?^' ofrtechnqlogy^^^t 
Te^nabl)^ be^rguedv^ihat - attfkast 
'c^fesulir shouWrbe expected;: and an 

;^«ult^^6uld^^expra J^ie ^x- 
r Haslniaicaied^^c^^^^^^ ^ 
Ke?^oibf^^quafion-i^ 
r1u3we\MjT5^ addiiiprral 
^hfoS^'^&peciini^tlie^^ additive 
jrwiihhlfeii^eofitwo^rm 
iidesJ¥'^-^^^#^ . 
wo ■ dr-"^^^^ 

vhSt difTereht^ bi6l6|icialr'mechani^ 
i^biiied^use^ould-dearly 
more efficienfe than tlie^use of merelyi^ 
^^bd rit^f anjrohe r^^^ 
:id^s^Ssiricfe^^mui{ij^c?f biologic^ patft- 
wouId^betiifTected'^tlth^ : 
b kiiowb that; in^'any populau^^ 
; as^wiih a% organisms;; 
fesistiiht tb; J^^itic^ 

SvTlie'liiu^ic^i^pr^^ 
>erMplamhavihg.iiigher;il^ 
aniffi^ to ^^ir of thef dJmponents; br aiiy !j 
^ul^tombiiiatibri^bf 1jerbicidd$V-how:^ 

is not great:^^Y^P Si'^X^'T^^'i 
The point on ^gch;Av^aiflfe^ 

■:ironlfone:apFbj^t^ 

esiab!is0ynei^ism^ ■We;:^^ njlp 
generanzation;ia-1)e-any^.more;;usefiri|^ 
the Golby formula testi There are ^:un::| 



• Immedialiely above; we assumed arguendo 
that the results, presented were statistically 
significanli There is~;in fact no: It^asis^t^for 
actually m aking subh ijaiij assu mpt ibni- how- 
ever ...TSIp/m easy re 

iiv terms ^either ofviP; valiie55bPd§oofidencc 
limits hasrbeen^^^ 

iy Jnipbrlant where.ah^^^^ i">fl"^ 
tion, are Jai^y^smaliiias,.^^^^ 
.ncu.^juiv.M-o^^,._..„ irregular.nat^^.pfth^ 
^^g^Witlf thfe^xalriir^ s^^ /^^^ ^^"^^^-P^^R^fe^^ 

»^lS^relevanrdata-i^iS^hfe^iabic^^ ^^^^^^^WPiW^W^ 
tt»cificati6ri: Wfe^ db^aW^iMt 5^"!^^|fe^P^^H5g?^ 



KJdoubtedly" many , apprbpfiateg.mefthbds^^f 
fe^^bnstrating synergism.; In eacltcase:^how- 
K%^e!:i.:the facts shown rmiist^beKanalyzedi^io 
^'ideTem 

Jl^thMkiaise has in factclearfyarid con 
^Jdeiruinst rat ed t he^ e xi sie n ce'bf sy heriism-<)r , 
#^'rnSre' generally speaking; an' unobvibus; rc- 
^m in r^ Kollrhan, 595 FMm^ 

^KhHrnbl^xlean A' 



ositTOTVrThe - e x a.mjn^ _ ...^ - , -r^ycs. 
^^^(H^^ISgle^ Pif^^ 
.?Son^o*S%e meritst^ 

|g|ims^ls- been limited- to the^elected^spe- 
lcie5i^~ aiachior. Thus/it is appropriate for us 
iftoHimii our cbhsidefatibteto the assiertcd 
^iFviBence of un obvious results relating pnjy^ to 
Kl^lecfrtf ispeciefe^^ EjcipafteOKpUMl 
^®SPQ3<i^rt6V tBP>»^H9iB?)*^^fj^^^; 

KrhTWfa!^^^'^^^ 

f?^^fraie''tha"t ih^ 

^'^^ve^[mouiffs Wtrbm t^^^^ 1 ^ ^'♦'^ "^'^ ^ ' ro Kif iv 

T ective ?P PU,n?; P*„->'9nj!P9H ' 

^pTOres'ha\%"f sbn^^ 

^g!fSr<&m pounds alofief^Th^^ 
lcffectimi«^ 

^^p^si n gj ie c^Sd^ Wp^- 
T^^|7ojlg^^^^ 



^i^^^ssu mi ng a r gue n a Jhat : .tTie:^4i n er- 
i^^^aS'alu'es *^pf e'sen^^ s ta t islic^lly 

^^SfiSjiti :there . is^ ;io ^evidence^lhat^ ,lhey 



are generaiiyv^nb^hclS^;?^^ J^B^ 
s I a h d a ? d^a^sclfolaj: b] i ca ti ons , 

in which slatistTcal significant" me^^^^ 
presented ro^^^^^ 

where asTiefel t%:<^a]%au^^ 

on"as evidence of .unobviousness^as^ it en ects 

the 

Tiance the'pi^obalive:yaluegfrft^ 
Forihef^PfhV^aK^^^^^ 



1 989)Fi rosSiG^^i^Xug^^ 

'^^'^5!?i2yA^ierfeiHa^ 

ais act ive i n^gred i ehV? a^)nixUif^ by 




gl^oanuteje!^ 

ay^dicated.is^t.b^^ 
q|^^e^^l^a6i)^3nv^^ 
i^|hat-Sie 3ifferences;ar^^^^^ 
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^Wl54,:v--^^r^}^!^-^ Brock, 841 
picludS^\j,*^iJ:j^« ^urt suinmanly 

tea «/puSo„'a^ i!f'''"' 
^lirt . " K.?."'' agreement in onen 

fc?ider..is any di«ri ^/ ab&mv from 

|i engaged S, al^''- '"'^^^ ^"^ 

!5Seement* was the dis- 

BlgfcJhe parties^co '^P"'"' s "^n 'an- 

Wt, 'here was ar^V.- ■ ^^anng confirms 
p reciiS^SfS^n t4 ^,;S 
A? previously no 

frmoscan thermometfr c^ 

he advertising or onX n f "■^^'^ ^'"'er 
''''ying that ithaTtoh. P^^'^^S^- And 

'^■y Both sides indica te l; ^^'"P''asis 
. fhey agreed withThe^- . 
ne of the sett^mem . '=°"'-''s 
S9."ent dispute M^^^ 

wlwt each 
^fl. on tie 

^^'andnaturallJ^e^wT^""^^"- 
':?«en-agreem"m ^he i, ''^ 

pSq"aI/y^lgec^^^''?^^"st;Visi- 
'H|ng staiiaard ■ l« the 

se;.i;easbnable :d;ff>^„„^: i^^ ; ^ - 
=n?anifested them.ti ""erpre- 
SnngihediaSJrr^'"^'^^^^ 
ShnghfstheSP^^^^^^ 

.and,the:obSS^f"^^?f>^^ 

■■(TJhe recorJ?hoS\ha ° h^''* 
nt'y clashed ove^TL Parties 

s.insuccessive^nf "sed 
ty cou/d hive f„&- A'^hough 
itcd'tftit'tfr^ih^^^^ 

ore than the other Kr-?.n "''' 
'•"er Cr/;> PaZ,l^'S^'''"S to do 

I I cannot say that 



In re i 

5'ther^^]i^i3~~~~""^ --ili^ 

J"sti/yc^sL?§tej:"^ 

agairistit."f,'V|^'S"|ty in the 

..^'^^ /ecognize -that a »roj 

Prominent/y disKed" hlf be 
than size/such as byS^^ ^ "^ns other 
or relief But T>,»^ P'acemertt coin, 

yd,splayed/^aespitlit& 

whether there was a meetfl "r ^'^'^'''''''g 
the parties' objective r^fhi .^u"'^ ""^ *"'nds\ 
'ntent governs.")- J;/' '^an subjective 

Cfr. 997) ("The nrf ^"^'' ^•278, 1280 r9th 
materia, ti//^^^^^^^^ 

of the minds bccurr^j L '''at no meetinc 
^^assign^...^^^^^^^^^ 

ambiguity was the di^Vril,^ '"'^'^ of the 
f'stent la^gua^ we Jl' '"•''"''^ ^^'^ incon- 
abusf of 4cret'on^for L?^ '''^t 't was a„ 

^'^'''^'^tisre^er^^^ms suit ^Uh 
;V7herproceedfngs fh?;^V ^se for 
"'"^^^WlicSlSt^^'^ 







CONCLUSJOiy 



^^^^^^tti' ffi"'^ Stated ibov^ ,,^ 
»and/?4^Jgf^. of f>e di^lri^ 
fhermoscan's mokKri"^ a ru/ing iin 

merits. " -s^^s ^^^^ 
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use of single temperature, sensor Jto control 
plurality of flow control valves, as in method 
for injection molding plastic articles claimed 
in patent in suit, since rejection of claims in 
re-examination was based on pripfhart state- 
ments that "one system" may be used to 
control several valves, and that single sensor 
may be used to provide "the temperature 
measurement at a selected part of. the ma- 
chine," but there is not substantial evidence 
to show that "one system'* is same as Vone 
sensor," or that skilled artisan, confronted 
with problem noted. by inventor of patent in 
suit and two statements in prior art,, would 
have been motivated to control plurality of 
valves in multiple-zone setting ^ylth•only one 
temperature sensor. 

2. Patentability /Validity — Obviousness — 

Combining references (§115.0905) 

Although test for establishing ' implicit 
teaching, motivation, or suggestion iri prior 
art is what combination of prior art state- 
ments would have suggested to those of ordi- 
nary skill, such statements must be consid- 
ered in context of teachihgr of eiitirc 
reference, and carinpf be viewed'in abstract, 
and rejection of cl aims ca nhbt be predicated 
on mere identification in prior art reference 
of individual components of claimed limita- 
tions; rather, particular finding!? rn be 
made as to reason skilled artisan, with no 
knowledge of clairhed ihveiitioh, would have 
selected these components for cojribination 
in manner claimed, 

3. Patentability/Validity — Obviousness — 

Cbmbiriihg references (§ 1 1 5.0905) 

Identificatibri of prior art statements that, 
in abstract, appear to sugge!?t claimed limita- 
tion does not establish prima facie xase qf 
obviousness without finding as to specific 
understanding or principle within knowledge 
of skilled artisan that would have mbtiyated 
one with no knowledjie of iiivcntioh kt i^siie 
to make combination in manner claimed. 

Particular patents — Chemical — Injec- 
tion molding . , , 

5,427,720, Kotzab, method for mold tem- 
perature control, decision holding invention 
unpatentable reversed. " 



Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
interferences. 



Werner Kotzab appeals from final decg^ 
sion, in Reexamination No. , 90/004,?igj^ ^ 
holding claims MO of patent in suit^v^: 
patentable for obviousness under 35 U.SjgI'^ 
§i03(a). Reyersied. ' 



Robert F.I. Contc, Thomas Eugene Siiii^^ 
arid James B. Cohte, of Lee, Mann, Smifl^ 
McWillianis, Sweeney & Ohlspn, CKi^i 
go, III., for appellant. "■ : 

■ ■ ^ ■ ■ ■ •* ■■ ■ -:^':^-^^^;fMv:i 

MarkJ^agumo, associate solicitor, Albiiff^ !? 
Drpst, acting solicitor, John M. WlflalSff, 
acting deputy solicitor, iand Steplf^ 
Walshi associate solicitor, US. Patent iffd 
Trademark Office, Arlington, Vi,,;fqf 
appellee. , - - -^f^, v 

■ cAif- ■■ 

. ■■ ■ - ■ ^ ■' ■ ^\rm:: 

Before Lourie, Gajarsa, and Linn, circufitj 
judges, -ir ■ r i^i^l^ 



: Linn, J. 



DECISION 



Wetner Kotzab appeals froni 'th^^^ 
decision of the Board of Patent AppeilsSy 
Interferences ("Board") holding cl&ir^|: 
in reexamination number 90y0p4^44lTuMi 
tentable for obviousness unaer 35 "U:S!:CS 
103(a): 5ee EX Parte Kotzab^F^^^ 
(BPAI July 15, 1998). This casf was^bMl^^ 
ted for our decision following praljargu^ie^^ 
on April 4, 2000. Because cert^iS^p^^ 
Board's key factual findings re^^^^^ 
obviousness atnalysis aire not s^ppotf^^ 



siibstahtial evidence, and because i--^-^. 
erred in concluding that the clKtfis^^ 
have been obviou? aS a matter :Of -l 
reverse. • ' 

B ACKGROUNP4^ 

.-. ■ . - :'■[ 

A. The Inventipn>#'iir;g 

The invention involves an injectiOn||i^ 
ing method for forming plastici/aitM^I 
such methods, the.temperatiirerOf-**'^^ 
must be controlled so^that - thejp] ..^^^ _ 
harden uniformly throughout the=mOlg^^" 
zab was confronted with the; i:pr6jbl^p.^ 
providing optimal temperature contrpl^^. 
mjection molding method to ensur^t^M® 
ity of the final product on the oneyfaM'**™ 
achieving optimally short nibldlfig^^^^^ 
times on the other hand. He arfivSsSl 
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i.i«j^^agj,;hicii;is. embodied in plaim 1 of the 
*^^1feti6ii as fdllows: ; ■ 

^Sjffnproved method of controlling the 
rtW^atuTepfanlnjection 
%#gidinrmdiainB nis^^ 
rS^T aii iniwfidn moW by an extruder, 
mim%st^i!i\ iA'the^jmold, and re^ 
fMfe^moidca material from 
■WM^sime'Yeeding, curing, and remov- 
j^Kfr^-ftidldingcycle^^ 
ISmt'cwlM and said recurring molding 
•^Kllvingatleastafire^^^^ 
l^^ditolding^cyctei j 

. -eoiSriiig a' Wesct riominarteinperaturc 
. JtBctual terilperature;ineasurcd by 
.rr^SH^ t^mp.erature:Sfinipr:du 

rCmoWing cycle and said secbnd.mold- 
^^wpyS arid supplyin 
^^berature controlling medium .to the 
'Wafjftciidingcycle and the secoi}4 molding 
iyae, said amount of temperature contrpl- 
iing medium being dependent on the devi- 
-ition between the. actual temperatw 
'measured and the desired preset nominal 
.^temperature, the • improvement 
.^!^b^rip^dng^"-■■ ■ ■ , ■ ^ 

fentroiling»^ia:a singly senior, a plurajiiy 
SWflow control valves for the temperature 
fenlroHing . medium to provide impulse 
Meiriperaturc coriuol medium to- the nrst 
?pCTid second molding cycles, ^ 
'fde^miningempiri^ially or by ^calculation 
i'd; quantitative spacial distribution of tem- 
iSWrature rt)ntrolling medium needed to 
^ihSbtein said . desired preset nommal^ tcm- 
5*berature during at least the first-mQlding 
-Cycle and the second molding cycle and 
^P^termining-empii-|6?lly:or by.5f^Vi^*'?; 
• ' the conduits neededtq be utilized, to obtain 
^ tiie - desired presit iibminal temperature 
^during gt least ihc; first molding cycle and 
Ulic'.secpnd molding c^^^ 



^5'cbmparing said desjred preset nomina 
^ teriiperSture to smdSctiiallemperature, at 
■'least' once during the first molding cycle 
■^^dthc second molding pycle at^. a certain 
Hint In time beirtg the same for each said 
rfiiilding cycle, such that, said con?pari?o^ 
made ddriSg said first cy cU,, is , synchro-, 
niied with said compsrisoA,inade during 
sajd second subsequent molding cycle, and 
said plurality of flow contro valves are 
triggered during each said cycle to provide 
said imj)ulse control medium, and said 
triggering being dependent on the devi- 
ation of temperature determined for each 



said comparison and also being dependent 
on a stored. profile of said -quantitative 
spacial distribution of the temperature 
controlling medium. ; . 

Claim 3, :which depends from claim_ l 
adds ,the .; following, further ..limitation, 
"wherein a; flow measuring turb?ne is associ- 
ated with each flow, control valve to detert 
the actual flow in each cycle and wherein a 
proportioningiof a cooling or heating medi- 
um is effectedin.dependenee onra^co^^^ 
son of a nominal flow to the actual flow. W. 

^*C?aim 10; which" depends ^f claim 3. 
additionally provides, that -'the rotation of 
said ^measuring turbine is t ansferred into 
pulses,^ so-that..the: nominal.flow [of the 
temperature : controlling medium] can^ be 
fixed by:.the presetting of a corresponding 
number of pulses."/*/, at 20. 

B. The Reexamination Proceeding 

US/i^Unt5;427/m%e'720pa^^ 
issued to Kotzab on June 27v 1995. A third 
oarty filed a request for reexamination on 
fjovcmber :4, 19>6:^ The. reexamination was 
erantcidy.aBd assigned. . control no. 
90/004,441. - The amended claims were final- 
Iv-rejected by the. Examiner, and Kotzab 
the riejections to the Board. On My 
1 5-/1998 the Board affirmed the Examiner s 
rejection of the .vclaiinsjjdr essentially the 
reasons expressed in the Examiner s Answer 
The Board ididi however, provide its own 
additional tomments primarily foremphasis. 

Specifically, the Board agreed with^the 
Examiner that WO 92/08598 ( Evans ) 
discloses a process of . contrplhng the tem- 
perature of an injection mold by using a 
sensor to control the pulsing of « tempera- 
ture control medium through the mold 
Moreover/thc Boird found as explained by 
the Examiner, that Evans discloses in a leK 
preferred embodimeiit, Using oiily^one tem- 
-ieraturemeasurement to control the coo ant 
pulses rather than an average temperature 
measurement. See Evans application; p.6, 11. 

'^^dition; the Board found that Evans 
discloses that, "the optimum timing of the 
cooling flow can be selected m accordance 
with the known temperature of the mouW. 
Id at 11. 6-8; Furthermore, the Board found 
thit a prior art promotional article discloses 
that manipulation of the geometrV and_ lay- 
out of the cooling segment' provides for the 
greatest improveinent in molding cycle, ice 
Horst, Wie^der. Understanding the pulse 
modulated mold temperature control metn- 
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od ACITO Products. Inc., WL) 1987, at p. 1, 
col. 2, 11. 13-lS. And, the Board determined 
that a May 1984 prior art article indica.tes 
that it was known to establish a cooling 
regime before the mold is produced, and that 
the determination of the cooling regime in- 
cludes the number and -location of the cooK 
ing conduits, as well as the volume of the 
coolant flow; Thus, the Board concluded that 
the evidence of record indicates that it was 
known in thcirt to utilize empirical data to 
design the mold and the distribution of cool- 
ing channels in that mold. In view of the 
foregoing, the Board found that the empirt^ 
cal determination of the necessary spacial 
distribution of the length of the cooling 
pulses needed-for delivering the appropriate 
coolant is disclosed by Evans or was known 
at the time the invention was made. Conse- 
quently, the Board affirmed the Examiner's 
rejection of claims 1, 2, and 4-9 under 35 
U.S.C. § 103(a) as being unpatentable over 
Evans. . : - 

The Board made additional findings relat- 
ed to claims 3 and 10 in determining that 
they were also unpatentable under 35 U.S.C. 
§ 103(a) over Evans in view of certain sec- 
ondary references. 0 

Kotzab filed a request for reconsideration, 
which the Board denied on November 24, 
1998. In that decision, the Board reiterated 
agreement with the Examiner that it vyould! 
have been obvious for one of ordinary skilLin 
the art to utilize only one temperature mea^ 
surement to control the coolant pulses in 
light of the Evans disclosure. Kotzab timely, 
appealed the Board's decision to this court. 
We have jurisdiction pursuant to 2i8 U.S.C. § 
1295(a)(4)(A);(1994).: a 

DISCUSSION 



A.^tandar4 ctf Review y 

A claimed invention is unpatentable if the_ 
differences between it and the prior art are, 
such that the subject matter as a whole 
would have been obvious at the time ;the 
invention was made to a person having ordi- 
nary skill in the:art: 5ee 35 U.S.C, § 103(a) 
(Supp. HI \991)vInreDembiczak, 175 F.3d 
994, 998, 50 USPQ2d 1614, 1616 (Fed. Cir. 
1999). The ultimate determination of vvhcth- 
er an invention would have been obvious 
under 35 U.S.C. § 103(a) is a legal conclu- 
sion based on underlying findings of fact. Se€ 
Dembiczak, 175 F.3d at 998, 50 USPQ2d at 
1616. We review the Board's ultimate deter- 
mination of obviousness de novo. See id. 
However, we review the Board's underlying 



factual findings for substantial evidence. See 
In re Gartside, 203 F.3d 1305, 1316, 53 
USPQ2d 1769, 1776 (Fed. Cir. 2000). 

Substantial evidence is soniething less 
than the weight of the evidence but more 
than a mere scintilla of evidence. See id. at 
1312, 53 USPQ2d at 1771(quoting Consoli- 
dated Edison Co, v, NLRB, 305 U S. 1?7, 
229-30 (1938)). In reviewing the record for 
substantial evidence, we must tiake into ac^ 
count evidence that both justifies and de- 
tracts from the factual determinatiorisf. 5ee 
(citing Universal Camera Corp, v, 
NLRB, 340 U.S. 474, 487-88 (1951)). We 
note that the possibility of drawing two inr 
consistent conclusions^ from the evidencb 
does not preveiit the Board's findings from 
bting supported by substantial evidence. See 
id. Indeed, if a reasonable mind might accept 
the evidence as adequate to support the fac- 
tual conclusions drawn by the Board, then;: 
we must uphold the Board's determination; 
See id, ' ' ' . 

B. Analysis 

A critical step in analyzing the patentabil- 
ity of claims pursuant to section 103(a): is 
casting the mind back to the time of inven-v x 
tioiii to consider the thinking of onb of drdi:^ ! 
nary skill in the art, guided only by the ^jH^i;!^ 
art references and the then-accepted wisdom^ :^ 
in the m^, S€e Dembiczak, \15;¥36 ^ 
50 USPQ2d at 1617. Clo$e adherence,tQ^this| j 
methodology is especially important in tap^^i 
where the very ease with which the inventioi^:^^ ^ 
can be understood may prompt oriei"t(^M^|^- 
victim to the insidious effect of a hindsigh^ggf 
syndrome ^herein that which only theinM^^g 
tion taught is used against its teacKei^p|^^ 
(quoting W,L. Gore & Assocs;, Jric, y^G^^^ig, 
lock.Inc:, 111 F.2d 1540,;j553, 220,yjJ^^^^- 
303, 313 (Fed. Cir.; 1983)).. - 

Most if hot all Inventions arise fronga^^i^; 
coinbination of old elemeritis. S^elh reRcM^^^ 
feu 149 F.3d 1350, 1351,41 \JSPQi00^^ 
1457 (Fed. Cir. 1998). Thus, every icleinem|^^ 



of a claimed invention may often, be, fouhd^lj 
the prior art. See j^. However, identinca^0g 
in the prior art : of each indiyidufl.^^^ 
claimed is insufficient tp defeat patentam^' 
of the whole clamied im^ntiqn. 5^ 
er, to establish bbvioushess based on a,^^m 
nitiori of the elements disclcKed iii^th^ 
aft, there must be some mdtivatibnvJil^ 
tioh or teaching of the desirability 
the specific confibinatiori that was mf^ 
the applicant. See In re Dance, :V60gi 
1339. 1343, 48 USPQ2d 1635V 1^3« 
Cir, 1998); In re Gordon,! 33 ¥M^Q9W^ 
221 USPQ. 1125, 1127 (Fedi 
Even when obviousness is based pn^^j^ 
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P#rSference, tKere must be a sho^^ 

«^54hat reference. See B.F. Good- 
^mflMcfaft Breaking Sys. C^^^ 
IfiflSS?:^ 37 USPQ2d. 1314,, 1318 

ffi^ifl996)»- '''-"'' ■ " . ' 

«6tiVation, suggestion ^or teaching 
*%g*exi3licitly from statements in the 
™lit*Hhe^khowledge .of one of ordinary 
^;ihe^aav ori >" so^e cases the nature of 
Ifiltf o be solved. See Dembiczak, 
^^^^899, 50 USPQ2d at 1617. In 
a^^teteaching, motivation or sugge^ 
implicit from the prior art as a 
J»latfierlthan express y stated in the 
■^Men&s 'See WMS Gaming. Inc. v. Inter- 

;ifjDSPQ2d 1385. 1397: (Fed. Cir.4999) 
imSk for an.implicit shp^ying IS what the 
Ms»«hings/:kn of one of 

#afnafy skiH in the art. and the nature of the 
iiiSiA to be solved as a ^hole wouW have 
„S@^ed»HlMe of ordinary skill in_^^^ 
mmiirre Keller, 642 F-2d 413 425, 208 
.Jfe871,881 (CCPA 1981)ian(U:as<^ 
^^t#Mreih) ."WhetKer ;the Board relies on 
or an implicit showing, it must 
^^irparticular findmgs nslat^d thereto^ 
mmbembiczak, 175 F.3d ft 999; 50 
«fSiPQ2d at 1617. Broad coijclusory st^te- 
SSiiMnding alone are not evid^MC. Id. 
^J^otzab'sr primary argument that the 
*Mtdferred in holding claims 1-10 unpaten- 

.MiS^iinder 35 U.S.C: § lQ3(a) oyer Evans, 
iFpiEi^sun view of secondary references, is 
tf"ffi»IEvan^does not teach or suggest the use 
I|«6f&sihglc :temperature sensor to control a 
W^plViraUty'bf flow control valves. We agree.--^ 
'^ mmSdm previpusly,:the.Boajrd adop ed 
ttfgfExaminer's reasoning in "Phol^J'nS.w 
fqe-dtidn of the claims and added further 
aimmeiits;: None of the Board's comments 
leKterto the issue of Evaiis teaching or sug- 
gSting the use of one sensor to contro^a 
number of valves^ regulating coolant flow=to 
tfii mold. Thus, we look to the Examiners 
reasons for finding this limitation to be ex- 
pressly taught or suggested in Evans. 
i?Tfie Examiner cites Evans for teach ng 
thdt "one system constructed and operated 
a&otdiHg to the invention may be used to 
cStWa^huinber of yaJv«/\Eva^ 
tfortV pT 19,11. 6-8 (emphasis added). In view 
dg this disclosure bnly, .the Examiner con- 
cfuddd that Evans leaches the use pf one 
Mr to cohtrbl a number of valves Thi? 
oohcltisibn must necessarily rest pn the uri- 
sfitSi preinise by the Examiner th?t one 
system^ is equal to "one sensor. 
^111 But the Board's decision, adopting the 
Examiner's premise, lac^ the necessary sub- 
stantial evidence to support a rejection of 



Kotzab's ^ claims. Specifically, there is not 
substantial evidence toishow that one sys- 
tem" is thesame thing as "one sensor, ine 
words '^sensorJ'i and ??probf ^are used 
throughout Evans to refer to the device that 
measures the mold.temperature,^ Evans uses 
the worVl.??signal" Ho refer, to the response 
ceiierated by the measuredteihperature that 
tontrols theHralVes for coolantyflowi Finally, 
the word ?'system"ris used in Evans to reler 
to. the overall, temperature control system 
that is responsible for thetvalve timing lor 
coolant flbw;to increase or decrease the tem- 
perature of the mold. Evans clearly never 
Uses the term ^-system-'ras a substitute for the 
simple temperature measuring device it calls 
"sensor.!'- And; the.Board made no reference 
to any. evidence in the record that would 
equate "one system'' with "one sensor. . 

As mentioned previously; -more than & 
mere scintilla of . evidence is necessary to 
support the Board's implicit conclusion that 
"onrsystem" is:equarto5'one sensor. Based 
on the intirety of EvaiisV disclosure, we can- 
not say that thereas such relevant evidence 
as^a teasbnable iriind might accept as ade- 
quatevto support! the conclusion that one 
system'' niearis "one sensor." ' 
■ 121 The United States Patent and Trade- 
mark Office argues that because Evans 
teaches that a single sensor may be used to 
nrbvidfc "the teniperature incasurement at a 
selected part of the niachiiie." it n^essarily 
follows that the tEva'iB -5system'' discussed 
later mSy have ^ single sensor— and that 
single sensor>may <^ntrol .more than one 
valve. Seeva at pi 6.11. 21-23; p. 19, 11. 6-8 
While the: testi for establishing an implicit 
teaching; motivation;;br suggestion is what 
the combination of these two statements of 
Evans would have suggested to those of ordi- 
nary skill in the art, the two statements 
cannot be; viewed in the abstract. Rather, 
they must be considered in the context ol the 
teaching-bf the entire reference/ Further, a 
rejection cannot be predicated on the mere 
idemificatibn in Evans of individual compo- 
- nents of claimed limitations. Rather, par- 
ticular, fiiidings must be made as to the 
reason the skillid artisan; with^no knowledge 
of theclaimed invention, would have selected 
these comi»nents for combination in the 
manner claimed. ' _ ' " 

We do not take issue with the argument 
that Evans suggests the concept of using the 
historic temperature obtained by one tem- 
perature measurement to control coolant 
pulses. Ske iV/. at p. 5, 11. 14-22; p. 6, 11. 17-23. 
However, there is not substantial evidence of 
record to extrapolate this teachmg to the 
multiple zone system described later in bv- 
ans. See id.aX p. 18. 1. 22 to p. 19, 1. 8. In the 
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multiple zone system, Evans describes the 
use of a temperature sensor and an associat- 
ed flow control valve in each zone. At most, 
the combined teachings suggest that the his- 
toric temperature of a mold zone may be 
measured by one sensor, and as part of a 
multiple zone system where multiple valves 
are controlled, that one sensor measurement 
can be used to control the valve for that zone. 
Thus, we cannot say that there is such rel- 
evant evidence as a reasonable mind might 
accept as adequate to support the conclusion 
that where there are a plurality of control 
valves in -a nuiltiple zone-setting, only one 
temperature sensor provides the control for a 
plurality of valves. 

Moreover, we cannot say that there is such 
relevant evidence as a reasonable niind 
might accept as adequate to support implicit- 
ly the conclusion that a skilled artisan con- 
fronted with (i) the problem noted by Kot- 
zab, i.e., providing optimal temperature 
control for an injection molding method to 
ensure the quality of the final product on the 
one hand, and achieving optimally short 
molding cycle times on the other hand, and 
(2) the. two statements in Evans, would have 
been motivated to control a plurality of 
valves in a multiple zone; setting with only 
one temperature sensor.; ■ - 

[3] In this casev the Examiner and the 
Board fell into the hindsight trap. The idea 
of a single sensor controlling multiple valves, 
as opposed to multiple sensors controlling 
multiple valves, is a technologically simple 
concept. With this simple concept in nriind, 
the Patent and Trademark Office found 
prior art statements that in the abstract 
appeared to suggest the claimed limitation. 
But, there was no finding as to the specific 
understanding or principle within the knowl- 
edge of a skilled artisan that would have 
motivated one with no knowledge of Kot- 
zab's invention to make the combination in 
the manner claimed. In light of our holding 
of the absence of a motivation to combine the 
teachings in Evans, we conclude that the 
Board did not make out a proper prima facie 
case of obviousness in rejecting claims 1, 2, 
and 4-9 under 35 U.S;G. § 103(a) oyer Ev- 
ans. Moreover, because the rejections of 
claims 3 and 10 rely upon the foregoing, we 
also conclude that the Board did not make 
out a proper pWma facie case of obviousness 
in rejecting those claims under 35 JJ;S.G. § 
103(a).. ; :^ 

CONCLUSION 

For the above reasons, we conclude that 
there is not substantial evidence to support 
the Board's finding of fact that Evans ex- 



pressly teaches that "one sensor" may : be 
used to control a plurality of valves, and 
there is not substantial evidence of record, 
either expressly or implicitly, to modify the 
teachings of Evans to. obtain a system in 
which one sensor controls a plurality vpf 
valves. Accordingly, we 

REVERSE, ;fi 
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TRADEMARKS AND UNFAIR TRADE 
PRACTICES 

1. Infringement; conflicts between niark^ -ir 
Willful (§335.11) v^ki 

REMEDIES . ■^A-.^.^^^mm 

Non-monetary and injunctive EqiugaHp '"^^ 
relief - Seizure (§505.0703) . 

Internet domain name *Tenthouse:neMr^ 
registered to respondent, Avill be transfe^i^^j 
to complainant in administrative proceedipi^^^ 
for determination of rights in name- sih|Ep^^ 
is nearly identical and confusingly; ^mH^yrai^^g 
several trademarks and domain >names|ltei^ 
which complainant has rights, and int^|e_,^^^ 
respondent has no rights or legitimate^^^^ 
ests, since respondent registered ;and^*^-'*'^ 
quired "Penthouse.net" primarily ^fo^p^.^ 
pose of selling or otherwise transferniigntf^ 
complainant, or to compete with-cdtn^^J 
ant, and since respondent therefore lms|r|g*«**^ 
tered and used this domain naiheiimJ^ 
faith. 



Administrative proceeding iniUagS 
complainant General Media . .C.offlig 
tions Inc. against respondent JM^^r^ 
for determination of fights, in |rit?f4| 
riiain name "Penthousie.na,"^;i)ur^ 
Uniform Domain Name Dispute . 



Policy of Internet Corporation JoiJ^ 
Names arid Numbers/Decjsioii.^j^^^ 
complainant. ,t;,!j>V^j^^'" 
Floyd A. Mandell, Orrin S. Sfiifriri, 
S. Jacobsen, of Katten Muchin;Z|V^ 
cago, 111:, for complainant. ^i^^^*^#f^ 
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